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Thesis Title Legal Issues Relating to the Protection of Patent Holder
According to the Patent act B.E.1979: Case Study on

Invention Patent

Author Chanin Chotirat
Thesis Advisor Associate Professor Dr.Apinya Luernshavee
Department Law
Academic Year 2020
ABSTRACT

Intellectual property law does not focus on protection or benefit only the inventor,
but determined to take into account the benefits or protection for the public Patent law is therefore
an exchange of interests between the inventor and the public, with the state acting in charge of the
interests of both parties to achieve a balance.

Therefore, the patent law in Thailand regarding the time period for filing an opposition
to the patent application is within 90 days from the publication of the patent application. Regarding
the period of submitting an application for invention inspection within 5 years after the publication
of the patent application or on the subject of patent infringement exceptions for experiments or
research. Currently, the issue is aimed at protecting the inventor rather than protecting the public.
This is against the spirit of the Agreement on Trade-Related Aspects of Intellectual Property Rights
(TRIPs) and the spirit of the Intellectual Property Law. Which focuses on balancing the interests of

the patent holder and public interest.

Keywords: Patent, Opposition to the patent application, Request for invention examination

of patent, Exceptions to patent right
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(1) Everyone has the right to a standard of living adequate for the health and well-being of himself
and of his family, including food, clothing, housing and medical care and necessary social services, and the right
to security in the event of unemployment, sickness, disability, widowhood, old age or other lack of livelihood in
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(2) Motherhood and childhood are entitled to special care and assistance. All children, whether born

in or out of wedlock, shall enjoy the same social protection.
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* TRIPS, Article 7 “The protection and enforcement of intellectual property rights should contribute
to the promotion of technological innovation and to the transfer and dissemination of technology, to the mutual
advantage of producers and users of technological knowledge and in a manner conducive to social and economic

welfare, and to a balance of rights and obligations.”
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* TRIPS, Article 8 “(1) Members may, in formulating or amending their laws and regulations, adopt
measures necessary to protect public health and nutrition, and to promote the public interest in sectors of vital
importance to their socio-economic and technological development, provided that such measures are consistent
with the provisions of this Agreement.”

* TRIPS, Article 8 “(2) Appropriate measures, provided that they are consistent with the provisions of
this Agreement, may be needed to prevent the abuse of intellectual property rights by right holders or the resort
to practices which unreasonably restrain trade or adversely affect the international transfer of technology.”

* TRIPS, Article 27 (1) Subject to the provisions of paragraphs 2 and 3, patents shall be available for
any inventions, whether products or processes, in all fields of technology, provided that they are new, involve an
inventive step and are capable of industrial application. Subject to paragraph 4 of Article 65, paragraph 8 of
Article 70 and paragraph 3 of this Article, patents shall be available and patent rights enjoyable without
discrimination as to the place of invention, the field of technology and whether products are imported or locally

produced.”
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" TRIPS, Article 27 “(2) Members may exclude from patentability inventions, the prevention within
their territory of the commercial exploitation of which is necessary to protect order public or morality, including
to protect human, animal or plant life or health or to avoid serious prejudice to the environment, provided that
such exclusion is not made merely because the exploitation is prohibited by their law.”

® TRIPS, Article 29 “(1) Members shall require that an applicant for a patent shall disclose the
invention in a manner sufficiently clear and complete for the invention to be carried out by a person skilled in the
art and may require the applicant to indicate the best mode for carrying out the invention known to the inventor
at the filing date or, where priority is claimed, at the priority date of the application.”

’ TRIPS, Article 30 “Members may provide limited exceptions to the exclusive rights conferred by
a patent, provided that such exceptions do not unreasonably conflict with a normal exploitation of the patent
and do not unreasonably prejudice the legitimate interests of the patent owner, taking account of the legitimate

interests of third parties.”
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' Al WTO members were allowed one year after the date of entry into force of the WTO Agreement
(1 January 1995) to implement the obligations relating to intellectual property protection (article 65.1).
Developing countries and countries in transition were granted an additional period of four years, except for
obligations concerning national and MFN treatment, which became applicable after the expiry of the
aforementioned one-year period (article 65.2)

b Rajeev Kumar and Pankaj Musyuni, “The patent opposition process in Indian,” Retrieved 3 October

2020, from https://www.worldtrademarkreview.com/patent-opposition-process-india,
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. Rajeev Kumar and Pankaj Musyuni, “The patent opposition process,” Retrieved 3 October 2020,
from https://www.iam-media.com/law-policy/patent-opposition-process

" Pre-grant opposition in Indian “According to Section 25(1) of the Patents Act, 1970 The legislature
has intentionally retained a six-month window before the grant of a patent from the date of publication of the
application, providing third parties an opportunity to oppose the grant of a patent. However, the representation
can be filed only if a request for examination of the patent application has already been filed.

" Post-grant opposition in Indian “According to Section 25(2) of the Patents Act, 1970 any person
interested can file a post-grant opposition within 12 months of the date of publication of the grant of a patent on
any of the grounds prescribed, by giving a notice of opposition to the controller. The grounds of post-grant

opposition are identical to those for pre-grant opposition.
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' Franks & Co European Paten & Trade Mark Attorneys “European Patent Convention,”
Retrieved 15 October 2020, from https://www.franksco.com/services/patents/european-patent-convention/

" The European Patent Convention 2016, Article 99 (1) “Within nine months of the publication of
the mention of the grant of the European patent in the European Patent Bulletin, any person may give notice to
the European Patent Office of opposition to that patent, in accordance with the Implementing Regulations. Notice

of opposition shall not be deemed to have been filed until the opposition fee has been paid.”

" The European Patent Convention 2016, Article 100 “Opposition may only be filed on the grounds
that:

(a)the subject-matter of the European patent is not patentable under Articles 52 to 57;

(b)the European patent does not disclose the invention in a manner sufficiently clear and complete for
it to be carried out by a person skilled in the art;

(c) The subject-matter of the European patent extends beyond the content of the application was filed,
or, if the patent was granted on a divisional application or on a new application filed under Article 61, beyond the

content of the earlier application as filed.”
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' The European Patent Convention 2016, Article 70(1) “The applicant may request examination of
the European patent application up to six months after the date on which the European Patent Bulletin mentions
the publication of the European search report. The request may not be withdrawn”

> The European Patent Convention 2016, Article 94(1) “The European Patent Office shall, in
accordance with the Implementing Regulations, examine on request whether the European patent application and
the invention to which it relates meet the requirements of this Convention. The request shall not be deemed to be
filed until the examination fee has been paid.”

> The European Patent Convention 2016, Article 94 (2) “If no request for examination has been made
in due time, the application shall be deemed to be withdrawn.”
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* Article 113 of the Patent (Amendment), Act 2015. “Any person may file to the Commissioner of
the Patent Office an opposition to a granted patent on the ground that a patent falls under any of the following
items. In the event that a patent has two or more claims, an opposition to a granted patent may be filed for each
claim.”

** The Asian Lawyer, “PATENT OPPOSITION SYSTEM,” Retrieved 1 September 2020, from
https://media2.mofo.com/documents/150700patentoppositionsystem.pdf

7 Japan Patent Office, “Revision of the Time Limit for Submitting a Request for Examination,’

Retrieved 29 August 2020, from https://www.jpo.go.jp/e/system/patent/gaiyo/1309 005.html
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* TRIPs, Article 8: Principles

1. Members may, in formulating or amending their laws and regulations, adopt measures necessary to
protect public health and nutrition, and to promote the public interest in sectors of vital importance to their socio-
economic and technological development, provided that such measures are consistent with the provisions of this
Agreement.

2. Appropriate measures, provided that they are consistent with the provisions of this Agreement, may
be needed to prevent the abuse of intellectual property rights by right holders or the resort to practices which
unreasonably restrain trade or adversely affect the international transfer of technology

o0 Japan Patent, 1959, Article 69 (1) “A patent right is not effective against the working of the patented

invention for experimental or research purposes.”
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 United Kingdom Patent, 1977, Article 60 (5) (b) “An act which, apart from this subsection, would
constitute an infringement of a patent for an invention shall not do so if

(b) it is done for experimental purposes relating to the subject-matter of the invention”
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