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ABSTRACT

This thesis has objectives in studying the problem on the protection of trademark against
unfair competition in Thailand, as the commitment under the Agreement on Trade-Related
Aspects of Intellectual Property Rights, which connects to Art. 10bis of Paris Convention, and
determining the solution for solving such problem to lead to the effectiveness of the trademark’s
protection in corresponding to other developed countries and creating free and fair trade
competition.

The outcome of the study in comparison with Art. 10bis of Paris Convention and various
provisions of foreign laws reveals that the legal provisions for prevention of unfair competition
applicable to the protection of trademark in Thailand cannot cover to all kinds of problems
occurred. This is attributable to that the existing laws for prevention of unfair competition in
Thailand intends to protect only the subjects defined as mark under the Trademark Act. The
problem here is not about lacking of sufficient laws, but it seems to be the definition of mark that
creates a difficulty. As the law does not define other indicating subjects, usable for distinguishing
the difference of products or services of one person from that of the other persons, or functioning
them as trademark or service mark within the definition of “mark”™, the current and existing legal
provisions related to the prevention of unfair competition thus are not appropriately applicable
onto the said problem, and leading to unfair trade competition. If the definition of “mark” is hence
amended to include all things that can be used as trademark, the current and existing provisions
for prevention of unfair competition in Thailand will be efficiently applicable to the problem

occurred.
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" Les sujets ou citoyens des pays de 1”Union jouiront, dans chacun de ces pays d’une protection

effective contre la concurrence déloyale.
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8 L’expression ‘concurrence déloyale’ s’étendra a 1’apposition sur les produits, de chiffres, de mots
ou de marques, employés soit isolement, soit en forme d’arrangements ou de combinaisons, contenant ou non
une marque de fabrique, et pouvant étre considérés comme calcules pour porter le public a croire que les
produits ou merchandises proviennent d’une personne autre que celle don’t ils sont véritablement les produits
ou les merchandises.

" Tous les pays contractants s’engagent a assurer aux ressortissants de I’Union. Protection effective

contre la concurrence déloyale.
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6 Chirstopher Wadlow. (2002). The International Law of Unfair Competition: The British
Origins of Article 10bis of the Paris Convention for the Protection of Industrial Property. p. 7.
' Ants Kukrus and Jaak Kaabel. (2004). Effective Protection Against Unfair Competition In The

Enlarging European Union. p. 73.
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AGREEMENT ON TRADE-RELATED ASPECTS OF

INTELLECTUAL PROPERTY RIGHTS

Members,

Desiring to reduce distortions and impediments to international trade, and taking into
account the need to promote effective and adequate protection of intellectual property rights, and
to ensure that measures and procedures to enforce intellectual property rights do not themselves
become barriers to legitimate trade;

Recognizing, to this end, the need for new rules and disciplines concerning:

(a) the applicability of the basic principles of GATT 1994 and of relevant
international intellectual property agreements or conventions;

(b) the provision of adequate standards and principles concerning the availability,
scope and use of trade-related intellectual property rights;

(c) the provision of effective and appropriate means for the enforcement of trade-
related intellectual property rights, taking into account differences in national
legal systems;

(d) the provision of effective and expeditious procedures for the multilateral
prevention and settlement of disputes between governments; and

(e) transitional arrangements aiming at the fullest participation in the results of the
negotiations;

Recognizing the need for a multilateral framework of principles, rules and disciplines
dealing with international trade in counterfeit goods;

Recognizing that intellectual property rights are private rights;

Recognizing the underlying public policy objectives of national systems for the
protection of intellectual property, including developmental and technological objectives;

Recognizing also the special needs of the least-developed country Members in respect of
maximum flexibility in the domestic implementation of laws and regulations in order to enable
them to create a sound and viable technological base;

Emphasizing the importance of reducing tensions by reaching strengthened commitments

to resolve disputes on trade-related intellectual property issues through multilateral procedures;



Desiring to establish a mutually supportive relationship between the WTO and the World
Intellectual Property Organization (referred to in this Agreement as "WIPQO") as well as other
relevant international organizations;

Hereby agree as follows:

PARTI
GENERAL PROVISIONS AND BASIC PRINCIPLES
Article 1
Nature and Scope of Obligations

1. Members shall give effect to the provisions of this Agreement. Members may, but shall
not be obliged to, implement in their law more extensive protection than is required by this
Agreement, provided that such protection does not contravene the provisions of this Agreement.
Members shall be free to determine the appropriate method of implementing the provisions of this
Agreement within their own legal system and practice.
2. For the purposes of this Agreement, the term "intellectual property" refers to all
categories of intellectual property that are the subject of Sections 1 through 7 of Part I1.
3. Members shall accord the treatment provided for in this Agreement to the nationals of
other Members.' In respect of the relevant intellectual property right, the nationals of other
Members shall be understood as those natural or legal persons that would meet the criteria for
eligibility for protection provided for in the Paris Convention (1967), the Berne Convention
(1971), the Rome Convention and the Treaty on Intellectual Property in Respect of Integrated

Circuits, were all Members of the WTO members of those conventions.’ Any Member availing

' When "nationals" are referred to in this Agreement, they shall be deemed, in the case of a separate
customs territory Member of the WTO, to mean persons, natural or legal, who are domiciled or who have a real
and effective industrial or commercial establishment in that customs territory.

? In this Agreement, "Paris Convention" refers to the Paris Convention for the Protection of Industrial
Property; "Paris Convention (1967)" refers to the Stockholm Act of this Convention of 14 July 1967. "Berne
Convention" refers to the Berne Convention for the Protection of Literary and Artistic Works; "Berne
Convention (1971)" refers to the Paris Act of this Convention of 24 July 1971. "Rome Convention" refers to
the International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting

Organizations, adopted at Rome on 26 October 1961. "Treaty on Intellectual Property in Respect of Integrated



itself of the possibilities provided in paragraph 3 of Article 5 or paragraph 2 of Article 6 of the
Rome Convention shall make a notification as foreseen in those provisions to the Council for

Trade-Related Aspects of Intellectual Property Rights (the "Council for TRIPS").

Article 2
Intellectual Property Conventions
1. In respect of Parts II, IIT and IV of this Agreement, Members shall comply with
Articles 1 through 12, and Article 19, of the Paris Convention (1967).
2. Nothing in Parts I to IV of this Agreement shall derogate from existing obligations that
Members may have to each other under the Paris Convention, the Berne Convention, the Rome

Convention and the Treaty on Intellectual Property in Respect of Integrated Circuits.

Circuits" (IPIC Treaty) refers to the Treaty on Intellectual Property in Respect of Integrated Circuits, adopted at

Washington on 26 May 1989. "WTO Agreement" refers to the Agreement Establishing the WTO.
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Paris Convention for the Protection of Industrial Property

of March 20, 1883,
as revised
at Brussels on December 14, 1900, at Washington
on June 2, 1911, at The Hague on November 6, 1925,
at London on June 2, 1934, at Lisbon on October 31, 1958,
and at Stockholm on July 14, 1967,

and as amended on September 28, 1979

bis

Article 10

[Unfair Competition]

(1) The countries of the Union are bound to assure to nationals of such countries effective
protection against unfair competition.

(2) Any act of competition contrary to honest practices in industrial or commercial
matters constitutes an act of unfair competition.

(3) The following in particular shall be prohibited:
1. all acts of such a nature as to create confusion by any means whatever with the
establishment, the goods, or the industrial or commercial activities, of a competitor;
2. false allegations in the course of trade of such a nature as to discredit the establishment,
the goods, or the industrial or commercial activities, of a competitor;
3. indications or allegations the use of which in the course of trade is liable to mislead the
public as to the nature, the manufacturing process, the characteristics, the suitability for their

purpose, or the quantity, of the goods.
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Trade Marks Act 1994

An unofficial consolidation of the Trade Marks Act 1994 as amended by:

§$ the Trade Marks (EC Measures Relating to Counterfeit Goods) Regulations 1995

st

(SI1 1995/1444) (1 July 1995);

st

$ Section 13 of the Olympic Symbol etc (Protection) Act 1995 (21 September 1995);

$ Part IV of the Patents and Trade Marks (World Trade Organisation) Regulations

th

1999 (SI 1999/1899) (29 July 1999);

§$ Section 6 of the Copyright, etc. and Trade Marks (Offences and Enforcement) Act

th

2002 (20 November 2002);

th

$ the Trade Marks (Proof of Use, etc.) Regulations 2004 (SI 2004/946) (5 May
2004);

$ the Trade Marks (International Registrations Designating the European

st

Community, etc.) Regulations 2004 (SI 2004/2332) (1 October 2004);

th

$ the Serious Organised Crime and Police Act 2005 (19 April 2005); and

th

$ the Intellectual Property (Enforcement, etc.) Regulations 2006 (SI 2006/1028) (29

April 2006).

Major changes are shown by an asterisk in the text with a reference to the relevant

legislation. All changes may be viewed by referring to the original legislation.

Trade Marks Act 1994
1994 CHAPTER 26
An Act to make new provision for registered trade marks, implementing Council Directive No.

89/104/EEC of 21st December 1988 to approximate the laws of the Member States relating to



trade marks; to make provisions in connection with Council Regulation (EC) No. 40/94 of 20th
December 1993 on the Community trade mark; to give effect to the Madrid Protocol Relating to
the International Registration of Marks of 27th June 1989, and to certain provisions of the Paris
Convention for the Protection of Industrial Property of 20th March 1883, as revised and amended;

and for connected purposes.  [21st July 1994]

Be it enacted by the Queen’s most Excellent Majesty, by and with the advice and consent of the
Lords Spiritual and Temporal, and Commons, in this present Parliament assembled, and by the

authority of the same, as follows:-

PART I
REGISTERED TRADE MARKS
Introductory

1. - (1) In this Act a “trade mark” means any sign capable of being represented graphically which
is capable of distinguishing goods or services of one undertaking from those of other
undertakings.

A trade mark may, in particular, consist of words (including personal names), designs,
letters, numerals or the shape of goods or their packaging.
(2) References in this Act to a trade mark include, unless the context otherwise requires,

references to a collective mark (see section 49) or certification mark (see section 50).

2. - (1) A registered trade mark is a property right obtained by the registration of the trade mark
under this Act and the proprietor of a registered trade mark has the rights and remedies provided
by this Act.

(2) No proceedings lie to prevent or recover damages for the infringement of an unregistered

trade mark as such; but nothing in this Act affects the law relating to passing off.

Grounds for refusal of registration
3. - (1) The following shall not be registered -

(a) signs which do not satisfy the requirements of section 1(1),



(b) trade marks which are devoid of any distinctive character,

(c) trade marks which consist exclusively of signs or indications which may serve, in  trade, to

designate the kind, quality, quantity, intended purpose, value,  geographical origin, the time of

production of goods or of rendering of services, or other characteristics of goods or services,

(d) trade marks which consist exclusively of signs or indications which have become

customary in the current language or in the bona fide and established practices of the trade:
Provided that, a trade mark shall not be refused registration by virtue of paragraph (b), (¢) or

(d) above if, before the date of application for registration, it has in fact acquired a distinctive

character as a result of the use made of it.

(2) A sign shall not be registered as a trade mark if it consists exclusively of-

(a) the shape which results from the nature of the goods themselves,

(b) the shape of goods which is necessary to obtain a technical result, or

(c) the shape which gives substantial value to the goods.

(3) A trade mark shall not be registered if it is-

(a) contrary to public policy or to accepted principles of morality, or

(b) of such a nature as to deceive the public (for instance as to the nature, quality or

geographical origin of the goods or service).

(4) A trade mark shall not be registered if or to the extent that its use is prohibited in the United

Kingdom by any enactment or rule of law or by any provision of Community law.

(5) A trade mark shall not be registered in the cases specified, or referred to, in section 4

(specially protected emblems).

(6) A trade mark shall not be registered if or to the extent that the application is made in bad

faith.

4. - (1) A trade mark which consists of or contains -

(a) the Royal arms, or any of the principal armorial bearings of the Royal arms, or any insignia
or device so nearly resembling the Royal arms or any such armorial bearing as to be likely to be
mistaken for them, or it,

(b) a representation of the Royal crown or any of the Royal flags,

(c) a representation of Her Majesty or any member of the Royal family, or any colourable



imitation thereof, or

(d) words, letters or devices likely to lead persons to think that the applicant either  has or
recently has had Royal patronage or authorisation,

shall not be registered unless it appears to the registrar that consent has been given by or on behalf
of Her Majesty or, as the case may be, the relevant member of the Royal family.

(2) A trade mark which consists of or contains a representation of-

(a) the national flag of the United Kingdom (commonly known as the Union Jack), or

(b) the flag of England, Wales, Scotland, Northern Ireland or the Isle of Man,

shall not be registered if it appears to the registrar that the use of the trade mark would be
misleading or grossly offensive.

Provision may be made by rules identifying the flags to which paragraph (b) applies.
(3) A trade mark shall not be registered in the cases specified in -
section 57 (national emblems, &c. of Convention countries), or

section 58 (emblems, &c. of certain international organisations).

(4) Provision may be made by rules prohibiting in such cases as may be prescribed the
registration of a trade mark which consists of or contains -

(a) arms to which a person is entitled by virtue of a grant of arms by the Crown, or

(b) insignia so nearly resembling such arms as to be likely to be mistaken for them,
unless it appears to the registrar that consent has been given by or on behalf of that person.

Where such a mark is registered, nothing in this Act shall be construed as authorising its use
in any way contrary to the laws of arms.

(5)* A trade mark which consists of or contains a controlled representation within the meaning of
the Olympic Symbol etc (Protection) Act 1995 shall not be registered unless it appears to the
registrar -

(a) that the application is made by the person for the time being appointed under ~ Section 1(2)
of the Olympic Symbol etc (Protection) Act 1995 (power of  Secretary of State to appoint a
person as the proprietor of the Olympics  Association Right), or

(b) that consent has been given by or on behalf of the person mentioned in paragraph (a) above.

* Note: This subsection is an addition to the original Act, by virtue of Section 13 of the Olympic



st

Symbol etc (Protection) Act 1995 which came into force 21 | September 1995.

5. - (1) A trade mark shall not be registered if it is identical with an earlier trade mark and the
goods or services for which the trade mark is applied for are identical with the goods or services
for which the earlier trade mark is protected.
(2) A trade mark shall not be registered if because -
(a) it is identical with an earlier trade mark and is to be registered for goods or services similar
to those for which the earlier trade mark is protected, or
(b) it is similar to an earlier trade mark and is to be registered for goods or services identical
with or similar to those for which the earlier trade mark is protected,
there exists a likelihood of confusion on the part of the public, which includes the likelihood of
association with the earlier trade mark.
(3) A trade mark which —
(a) is identical with or similar to an earlier trade mark, and
(b) is to be registered for goods or services which are not similar to those for which the
earlier trade mark is protected,

shall not be registered if, or to the extent that, the earlier trade mark has a reputation in the United
Kingdom (or, in the case of a Community trade mark or international trade mark (EC) in the
European Community) and the use of the later mark without due cause would take unfair
advantage of, or be detrimental to, the distinctive character or the repute of the earlier trade mark.
(4) A trade mark shall not be registered if, or to the extent that, its use in the United Kingdom is
liable to be prevented-
(a) by virtue of any rule of law (in particular, the law of passing off) protecting an  unregistered
trade mark or other sign used in the course of trade, or
(b) by virtue of an earlier right other than those referred to in subsections (1) to (3) or
paragraph (a) above, in particular by virtue of the law of copyright, design right or registered
designs.

A person thus entitled to prevent the use of a trade mark is referred to in this Act as the

proprietor of an “earlier right” in relation to the trade mark.



(5) Nothing in this section prevents the registration of a trade mark where the proprietor of the

earlier trade mark or other earlier right consents to the registration.

6. - (1) In this Act an “earlier trade mark” means -

(a) a registered trade mark, international trade mark (UK), Community trade mark or
international trade mark (EC) which has a date of application for registration
earlier than that of the trade mark in question, taking account (where
appropriate) of the priorities claimed in respect of the trade marks,

(b) a Community trade mark or international trade mark (EC) which has a valid claim to
seniority from an earlier registered trade mark or international trade mark (UK),

(ba) a registered trade mark or international trade mark (UK) which-

(1) has been converted from a Community trade mark or international trade mark
(EC) which itself had a valid claim to seniority within paragraph (b)
from an earlier trade mark, and

(ii) accordingly has the same claim to seniority, or

(c) a trade mark which, at the date of application for registration of the trade mark in  question
or (where appropriate) of the priority claimed in respect of the application, was entitled to
protection under the Paris Convention or the WTO agreement as a well known trade mark.

(2) References in this Act to an earlier trade mark include a trade mark in respect of which an
application for registration has been made and which, if registered, would be an earlier trade mark
by virtue of subsection (1)(a) or (b), subject to its being so registered.

(3) A trade mark within subsection (1)(a) or (b) whose registration expires shall continue to be
taken into account in determining the registrability of a later mark for a period of one year after
the expiry unless the registrar is satisfied that there was no bona fide use of the mark during the
two years immediately preceding the expiry.

6A* Raising of relative grounds in opposition proceedings in case of non-use (1) This
section applies where -

(a) an application for registration of a trade mark has been published, (b) there is an earlier trade
mark in relation to which the conditions set out in section  5(1), (2) or (3) obtain, and (c) the

registration procedure for the earlier trade mark was completed before the start of the period of



five years ending with the date of publication.

(2) In opposition proceedings, the registrar shall not refuse to register the trade mark by reason of
the earlier trade mark unless the use conditions are met. (3) The use conditions are met if -

(a) within the period of five years ending with the date of publication of the  application the
earlier trade mark has been put to genuine use in the United Kingdom by the proprietor or with
his consent in relation to the goods or services for which it is registered, or (b) the earlier trade
mark has not been so used, but there are proper reasons for non- use.

(4) For these purposes -

(a) use of a trade mark includes use in a form differing in elements which do not alter the
distinctive character of the mark in the form in which it was registered, and (b) use in the United
Kingdom includes affixing the trade mark to goods or to the packaging of goods in the United
Kingdom solely for export purposes.

(5) In relation to a Community trade mark, any reference in subsection (3) or (4) to the United
Kingdom shall be construed as a reference to the European Community. (6) Where an earlier
trade mark satisfies the use conditions in respect of some only of the goods or services for which
it is registered, it shall be treated for the purposes of this section as if it were registered only in
respect of those goods or services. (7) Nothing in this section affects -

(a) the refusal of registration on the grounds mentioned in section 3 (absolute grounds for
refusal) or section 5(4)(relative grounds of refusal on the basis of an earlier right), or (b) the
making of an application for a declaration of invalidity under section 47(2)  (application on
relative grounds where no consent to registration).

* Note: This section is an addition to the original Act, by virtue of the Trade Marks (Proof of Use,

th

etc.) Regulations 2004 (SI 2004/946) which came into force 5 May 2004.

7. - (1) This section applies where on an application for the registration of a trade mark it appears
to the registrar-

(a) that there is an earlier trade mark in relation to which the conditions set out in  section 5(1),
(2) or (3) obtain, or

(b) that there is an earlier right in relation to which the condition set out in section  5(4) is

satisfied,



but the applicant shows to the satisfaction of the registrar that there has been honest concurrent
use of the trade mark for which registration is sought.

(2) In that case the registrar shall not refuse the application by reason of the earlier trade mark or
other earlier right unless objection on that ground is raised in opposition proceedings by the
proprietor of that earlier trade mark or other earlier right.

(3) For the purposes of this section “honest concurrent use” means such use in the United
Kingdom, by the applicant or with his consent, as would formerly have amounted to honest
concurrent use for the purposes of section 12(2) of the Trade Marks Act 1938.

(4) Nothing in this section affects-

(a) the refusal of registration on the grounds mentioned in section 3 (absolute grounds for
refusal), or

(b) the making of an application for a declaration of invalidity under section 47(2) (application
on relative grounds, where no consent to registration).

(5) This section does not apply when there is an order in force under section 8 below.

8. - (1) The Secretary of State may by order provide that in any case a trade mark shall not be
refused registration on a ground mentioned in section 5 (relative grounds for refusal) unless
objection on that ground is raised in opposition proceedings by the proprietor of the earlier trade
mark or other earlier right.

(2) The order may make such consequential provision as appears to the Secretary of State
appropriate-

(a) with respect to the carrying out by the registrar of searches of earlier trade marks, and

(b) as to the persons by whom an application for a declaration of invalidity may be made on the
grounds specified in section 47(2) (relative grounds).

(3) An order making such provision as is mentioned in subsection (2)(a) may direct that so much
of section 37 (examination of application) as requires a search to be carried out shall cease to
have effect.

(4) An order making such provisions as is mentioned in subsection (2)(b) may provide that so
much of section 47(3) as provides that any person may make an application for a declaration of

invalidity shall have effect subject to the provisions of the order.



(5) An order under this section shall be made by statutory instrument, and no order shall be made
unless a draft of it has been laid before and approved by a resolution of each House of Parliament.
No such draft of an order making such provision as is mentioned in subsection (1) shall be laid
before Parliament until after the end of the period of ten years beginning with the day on which
applications for Community trade marks may first be filed in pursuance of the Community Trade
Mark Regulation.

(6) An order under this section may contain such transitional provisions as appear to the

Secretary of State to be appropriate.

Effects of registered trade mark

9. - (1) The proprietor of a registered trade mark has exclusive rights in the trade mark which are
infringed by use of the trade mark in the United Kingdom without his consent.

The acts amounting to infringement, if done without the consent of the proprietor, are
specified in section 10.
(2) References in this Act to the infringement of a registered trade mark are to any such
infringement of the rights of the proprietor.
(3) The rights of the proprietor have effect from the date of registration (which in accordance with
section 40(3) is the date of filing of the application for registration):
Provided that -
(a) no infringement proceedings may be begun before the date on which the trade mark is in
fact registered; and
(b) no offence under section 92 (unauthorised use of trade mark, &c. in relation to  goods) is

committed by anything done before the date of publication of the registration.

10. - (1) A person infringes a registered trade mark if he uses in the course of trade a sign which is
identical with the trade mark in relation to goods or services which are identical with those for
which it is registered.

(2) A person infringes a registered trade mark if he uses in the course of trade a sign where

because -



(a) the sign is identical with the trade mark and is used in relation to goods or  services similar
to those for which the trade mark is registered, or

(b) the sign is similar to the trade mark and is used in relation to goods or services identical
with or similar to those for which the trade mark is registered,
there exists a likelihood of confusion on the part of the public, which includes the likelihood of
association with the trade mark.

(3) A person infringes a registered trade mark if he uses in the course of trade in relation to goods
or services a sign which - (a) is identical with or similar to the trade mark,
where the trade mark has a reputation in the United Kingdom and the use of the sign, being
without due cause, takes unfair advantage of, or is detrimental to, the distinctive character or the
repute of the trade mark.

(4) For the purposes of this section a person uses a sign if, in particular, he-

(a) affixes it to goods or the packaging thereof;,

(b) offers or exposes goods for sale, puts them on the market or stocks them for those  purposes
under the sign, or offers or supplies services under the sign;

(c) imports or exports goods under the sign; or

(d) uses the sign on business papers or in advertising.

(5) A person who applies a registered trade mark to material intended to be used for labelling or
packaging goods, as a business paper, or for advertising goods or services, shall be treated as a
party to any use of the material which infringes the registered trade mark if when he applied the
mark he knew or had reason to believe that the application of the mark was not duly authorised by
the proprietor or a licensee.

(6) Nothing in the preceding provisions of this section shall be construed as preventing the use of
a registered trade mark by any person for the purpose of identifying goods or services as those of
the proprietor or a licensee.

But any such use otherwise than in accordance with honest practices in industrial or
commercial matters shall be treated as infringing the registered trade mark if the use without due
cause takes unfair advantage of, or is detrimental to, the distinctive character or repute of the trade

mark.



MANUIN .

15 USC 1127

Construction and definitions; intent of chapter

§1127. Construction and definitions; intent of chapter

In the construction of this Act, unless the contrary is plainly apparent from the context--

The United States includes and embraces all territory which is under its jurisdiction and control.

The word "commerce" means all commerce which may lawfully be regulated by Congress.

The term "principal register" refers to the register provided for by sections 1 through 22 hereof
[15 USC § §1051-1072], and the term "supplemental register" refers to the register provided for
by sections 23 through 28 thereof [15 USC § §1091-1096].

The term "person" and any other word or term used to designate the applicant or other entitled to
a benefit or privilege or rendered liable under the provisions of this Act includes a juristic person
as well as a natural person. The term "juristic person" includes a firm, corporation, union,

association, or other organization capable of suing and being sued in a court of law.

The term "person" also includes the United States, any agency or instrumentality thereof, or any
individual, firm, or corporation acting for the United States and with the authorization and
consent of the United States. The United States, any agency or instrumentality thereof, and any
individual, firm, or corporation acting for the United States and with the authorization and
consent of the United States, shall be subject to the provisions of this Act in the same manner and

to the same extent as any nongovernmental entity.

The term "person" also includes any State, any instrumentality of a State, and any officer or

employee of a State or instrumentality of a State acting in his or her official capacity. Any State,



and any such instrumentality, officer, or employee, shall be subject to the provisions of this Act in

the same manner and to the same extent as any nongovernmental entity.

The terms "applicant" and "registrant" embrace the legal representatives, predecessors, successors

and assigns of such applicant or registrant.

The term "Director" means the Under Secretary of Commerce for Intellectual Property and

Director of the United States Patent and Trademark Office.

The term "related company" means any person whose use of a mark is controlled by the owner of
the mark with respect to the nature and quality of the goods or services on or in connection with

which the mark is used.

The terms "trade name" and "commercial name" mean any name used by a person to identify his

or her business or vocation.

The term "trademark" includes any word, name, symbol, or device, or any combination thereof--

(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and applies to register on the
principal register established by this Act, to identify and distinguish his or her goods, including a
unique product, from those manufactured or sold by others and to indicate the source of the

goods, even if that source is unknown.

The term "service mark" means any word, name, symbol, or device, or any combination thereof--

(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and applies to register on the
principal register established by this Act, to identify and distinguish the services of one person,
including a unique service, from the services of others and to indicate the source of the services,

even if that source is unknown. Titles, character names, and other distinctive features of radio or



television programs may be registered as service marks notwithstanding that they, or the

programs, may advertise the goods of the sponsor.

The term "certification mark" means any word, name, symbol, or device, or any combination

thereof--

(1) used by a person other than its owner, or

(2) which its owner has a bona fide intention to permit a person other than the owner to use in
commerce and files an application to register on the principal register established by this Act, to
certify regional or other origin, material, mode of manufacture, quality, accuracy, or other
characteristics of such person's goods or services or that the work or labor on the goods or

services was performed by members of a union or other organization.

The term "collective mark" means a trademark or service mark--

(1) used by the members of a cooperative, an association, or other collective group or

organization, or

(2) which such cooperative, association, or other collective group or organization has a bona fide
intention to use in commerce and applies to register on the principal register established by this

Act, and includes marks indicating membership in a union, an association, or other organization.

The term "mark" includes any trademark, service mark, collective mark, or certification mark.

The term "use in commerce" means the bona fide use of a mark in the ordinary course of trade,
and not made merely to reserve a right in a mark. For purposes of this Act, a mark shall be

deemed to be in use in commerce--

(1) on goods when--

(A) it is placed in any manner on the goods or their containers or the displays associated therewith
or on the tags or labels affixed thereto, or if the nature of the goods makes such placement

impracticable, then on documents associated with the goods or their sale, and



(B) the goods are sold or transported in commerce, and

(2) on services when it is used or displayed in the sale or advertising of services and the services
are rendered in commerce, or the services are rendered in more than one State or in the United
States and a foreign country and the person rendering the services is engaged in commerce in

connection with the services.

A mark shall be deemed to be "abandoned" if either of the following occurs:

(1) When its use has been discontinued with intent not to resume such use. Intent not to resume
may be inferred from circumstances. Nonuse for 3 consecutive years shall be prima facie
evidence of abandonment. "Use" of a mark means the bona fide use of such mark made in the

ordinary course of trade, and not made merely to reserve a right in a mark.

(2) When any course of conduct of the owner, including acts of omission as well as commission,
causes the mark to become the generic name for the goods or services on or in connection with
which it is used or otherwise to lose its significance as a mark. Purchaser motivation shall not be a

test for determining abandonment under this paragraph.

The term "dilution" means the lessening of the capacity of a famous mark to identify and

distinguish goods or services, regardless of the presence or absence of--

(1) competition between the owner of the famous mark and other parties, or

(2) likelihood of confusion, mistake, or deception.

The term "colorable imitation" includes any mark which so resembles a registered mark as to be

likely to cause confusion or mistake or to deceive.

The term "registered mark" means a mark registered in the United States Patent and Trademark
Office under this Act or under the Act of March 3, 1881, or the Act of February 20, 1905, or the
Act of March 19, 1920. The phrase "marks registered in the Patent and Trademark Office" means

registered marks.



The term "Act of March 3, 1881," "Act of February 20, 1905," or "Act of March 19, 1920,"

means the respective Act as amended.

A "counterfeit" is a spurious mark which is identical with, or substantially indistinguishable from,

a registered mark.

The term "domain name" means any alphanumeric designation which is registered with or
assigned by any domain name registrar, domain name registry, or other domain name registration

authority as part of an electronic address on the Internet.

The term "Internet" has the meaning given that term in section 230(f)(1) of the Communications

Act of 1934 (47 U.S.C. 230(f)(1)).

Words used in the singular include the plural and vice versa.

The intent of this Act is to regulate commerce within the control of Congress by making
actionable the deceptive and misleading use of marks in such commerce; to protect registered
marks used in such commerce from interference by State, or territorial legislation; to protect
persons engaged in such commerce against unfair competition; to prevent fraud and deception in
such commerce by the use of reproductions, copies, counterfeits, or colorable imitations of
registered marks; and to provide rights and remedies stipulated by treaties and conventions
respecting trademarks, trade names, and unfair competition entered into between the United

States and foreign nations.



HMANUHIN D

Trademark Act of 1946 ("Lanham Act") as Amended

PUBLIC LAW 79-489, CHAPTER 540, APPROVED JULY 5, 1946; 60 STAT. 427

§ 32 (15 U.S.C. §1114). Remedies; infringement; innocent infringers

(1) Any person who shall, without the consent of the registrant--

(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered
mark in connection with the sale, offering for sale, distribution, or advertising of any goods or
services on or in connection with which such use is likely to cause confusion, or to cause mistake,

or to deceive; or

(b) reproduce, counterfeit, copy or colorably imitate a registered mark and apply such
reproduction, counterfeit, copy or colorable imitation to labels, signs, prints, packages, wrappers,
receptacles or advertisements intended to be used in commerce upon or in connection with the
sale, offering for sale, distribution, or advertising of goods or services on or in connection with
which such use is likely to cause confusion, or to cause mistake, or to deceive, shall be liable in a
civil action by the registrant for the remedies hereinafter provided. Under subsection (b) hereof,
the registrant shall not be entitled to recover profits or damages unless the acts have been
committed with knowledge that such imitation is intended to be used to cause confusion, or to
cause mistake, or to deceive. As used in this paragraph, the term "any person" includes the United
States, all agencies and instrumentalities thereof, and all individuals, firms, corporations, or other
persons acting for the United States and with the authorization and consent of the United States,
and any State, any instrumentality of a State, and any officer or employee of a State or
instrumentality of a State acting in his or her official capacity. The United States, all agencies and
instrumentalities thereof, and all individuals, firms, corporations, other persons acting for the

United States and with the authorization and consent of the United States, and any State, and any



such instrumentality, officer, or employee, shall be subject to the provisions of this Act in the

same manner and to the same extent as any nongovernmental entity.

(2) Notwithstanding any other provision of this Act, the remedies given to the owner of a right
infringed under this Act or to a person bringing an action under section 43(a) or (d) shall be

limited as follows:

(A) Where an infringer or violator is engaged solely in the business of printing the mark or
violating matter for others and establishes that he or she was an innocent infringer or innocent
violator, the owner of the right infringed or person bringing the action under section 43(a) shall be

entitled as against such infringer or violator only to an injunction against future printing.

(B) Where the infringement or violation complained of is contained in or is part of paid
advertising matter in a newspaper, magazine, or other similar periodical or in an electronic
communication as defined in section 2510(12) of title 18, United States Code, the remedies of the
owner of the right infringed or person bringing the action under section 43(a) as against the
publisher or distributor of such newspaper, magazine, or other similar periodical or electronic
communication shall be limited to an injunction against the presentation of such advertising
matter in future issues of such newspapers, magazines, or other similar periodicals or in future
transmissions of such electronic communications. The limitations of this subparagraph shall apply

only to innocent infringers and innocent violators.

(C) Injunctive relief shall not be available to the owner of the right infringed or person bringing
the action under section 43(a) with respect to an issue of a newspaper, magazine, or other similar
periodical or an electronic communication containing infringing matter or violating matter where
restraining the dissemination of such infringing matter or violating matter in any particular issue
of such periodical or in an electronic communication would delay the delivery of such issue or
transmission of such electronic communication after the regular time for such delivery or
transmission, and such delay would be due to the method by which publication and distribution of
such periodical or transmission of such electronic communication is customarily conducted in

accordance with sound business practice, and not due to any method or device adopted to evade



this section or to prevent or delay the issuance of an injunction or restraining order with respect to

such infringing matter or violating matter.

(D)()

(I) A domain name registrar, a domain name registry, or other domain name registration authority
that takes any action described under clause (ii) affecting a domain name shall not be liable for
monetary relief or, except as provided in subclause (II), for injunctive relief, to any person for
such action, regardless of whether the domain name is finally determined to infringe or dilute the

mark.

(IT) A domain name registrar, domain name registry, or other domain name registration authority
described in subclause (I) may be subject to injunctive relief only if such registrar, registry, or

other registration authority has—

(aa) not expeditiously deposited with a court, in which an action has been filed regarding the
disposition of the domain name, documents sufficient for the court to establish the court's control

and authority regarding the disposition of the registration and use of the domain name;

(bb) transferred, suspended, or otherwise modified the domain name during the pendency of the

action, except upon order of the court; or

(cc) willfully failed to comply with any such court order.

(i1) An action referred to under clause (i)(I) is any action of refusing to register, removing from
registration, transferring, temporarily disabling, or permanently canceling a domain name-- (I) in

compliance with a court order under section 43(d); or

(I1) in the implementation of a reasonable policy by such registrar, registry, or authority
prohibiting the registration of a domain name that is identical to, confusingly similar to, or

dilutive of another's mark.

(iii) A domain name registrar, a domain name registry, or other domain name registration

authority shall not be liable for damages under this section for the registration or maintenance of a



domain name for another absent a showing of bad faith intent to profit from such registration or

maintenance of the domain name.

(iv) If a registrar, registry, or other registration authority takes an action described under clause
(ii) based on a knowing and material misrepresentation by any other person that a domain name is
identical to, confusingly similar to, or dilutive of a mark, the person making the knowing and
material misrepresentation shall be liable for any damages, including costs and attorney's fees,
incurred by the domain name registrant as a result of such action. The court may also grant
injunctive relief to the domain name registrant, including the reactivation of the domain name or

the transfer of the domain name to the domain name registrant.

(v) A domain name registrant whose domain name has been suspended, disabled, or transferred
under a policy described under clause (ii)(IT) may, upon notice to the mark owner, file a civil
action to establish that the registration or use of the domain name by such registrant is not
unlawful under this Act. The court may grant injunctive relief to the domain name registrant,
including the reactivation of the domain name or transfer of the domain name to the domain name

registrant.

(E)As used in this paragraph—

(i) the term ‘"violator" means a person who violates section 43(a); and

(ii) the term "violating matter" means matter that is the subject of a violation under section 43(a).

Trademark Act of 1946 ("Lanham Act") as Amended

PUBLIC LAW 79-489, CHAPTER 540, APPROVED JULY 5, 1946; 60 STAT. 427

§ 43 (15 U.S.C. §1125). False designations of origin; false description or representation

(a) (1) Any person who, on or in connection with any goods or services, or any container for

goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof,



or any false designation of origin, false or misleading description of fact, or false or misleading

representation of fact, which--

(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection,
or association of such person with another person, or as to the origin, sponsorship, or approval of

his or her goods, services, or commercial activities by another person, or

(B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or
geographic origin of his or her or another person's goods, services, or commercial activities, shall
be liable in a civil action by any person who believes that he or she is or is likely to be damaged

by such act.

(2) As used in this subsection, the term "any person" includes any State, instrumentality of a State
or employee of a State or instrumentality of a State acting in his or her official capacity. Any
State, and any such instrumentality, officer, or employee, shall be subject to the provisions of this

Act in the same manner and to the same extent as any nongovernmental entity.

(3) In a civil action for trade dress infringement under this Act for trade dress not registered on
the principal register, the person who asserts trade dress protection has the burden of proving that

the matter sought to be protected is not functional.

(b) Any goods marked or labeled in contravention of the provisions of this section shall not be
imported into the United States or admitted to entry at any customhouse of the United States. The
owner, importer, or consignee of goods refused entry at any customhouse under this section may
have any recourse by protest or appeal that is given under the customs revenue laws or may have

the remedy given by this Act in cases involving goods refused entry or seized.

(c) (1) The owner of a famous mark shall be entitled, subject to the principles of equity and upon
such terms as the court deems reasonable, to an injunction against another person's commercial
use in commerce of a mark or trade name, if such use begins after the mark has become famous

and causes dilution of the distinctive quality of the mark, and to obtain such other relief as is



provided in this subsection. In determining whether a mark is distinctive and famous, a court may

consider factors such as, but not limited to--

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the duration and extent of use of the mark in connection with the goods or services with

which the mark is used;

(C) the duration and extent of advertising and publicity of the mark;

(D) the geographical extent of the trading area in which the mark is used;

(E) the channels of trade for the goods or services with which the mark is used,;

(F) the degree of recognition of the mark in the trading areas and channels of trade used by the

mark's owner and the person against whom the injunction is sought;

(G) the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark was registered under the Act of March 3, 1881, or the Act of February 20,

1905, or on the principal register.

(2) In an action brought under this subsection, the owner of the famous mark shall be entitled
only to injunctive relief as set forth in section 34 unless the person against whom the injunction is
sought willfully intended to trade on the owner's reputation or to cause dilution of the famous
mark. If such willful intent is proven, the owner of the famous mark shall also be entitled to the
remedies set forth in sections 35(a) and 36, subject to the discretion of the court and the principles

of equity.

(3) The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act
of February 20, 1905, or on the principal register shall be a complete bar to an action against that
person, with respect to the mark, that is brought by another person under the common law or a
statute of a State and that seeks to prevent dilution of the distinctiveness of a mark, label or form

or advertisement.



(4) The following shall not be actionable under this section:

(A) Fair use of a famous mark by another person in comparative commercial advertising or

promotion to identify the competing goods or services of the owner of the famous mark.

(B) Noncommercial use of a mark.

(C) All forms of news reporting and news commentary.

(d)(1)(A) A person shall be liable in a civil action by the owner of a mark, including a personal
name which is protected as a mark under this section, if, without regard to the goods or services

of the parties, that person--

(1) has a bad faith intent to profit from that mark, including a personal name which is protected as

a mark under this section; and

(ii) registers, traffics in, or uses a domain name that--

(I) in the case of a mark that is distinctive at the time of registration of the domain name, is

identical or confusingly similar to that mark;

(ID) in the case of a famous mark that is famous at the time of registration of the domain name, is

identical or confusingly similar to or dilutive of that mark; or

(IIT) is a trademark, word, or name protected by reason of section 706 of title 18, United States

Code, or section 220506 of title 36, United States Code.

(B)(i) In determining whether a person has a bad faith intent described under subparagraph (A), a

court may consider factors such as, but not limited to--

(I) the trademark or other intellectual property rights of the person, if any, in the domain name;

(ID) the extent to which the domain name consists of the legal name of the person or a name that is

otherwise commonly used to identify that person;



(IIT) the person's prior use, if any, of the domain name in connection with the bona fide offering

of any goods or services;

(IV) the person's bona fide noncommercial or fair use of the mark in a site accessible under the

domain name;

(V) the person's intent to divert consumers from the mark owner's online location to a site
accessible under the domain name that could harm the goodwill represented by the mark, either
for commercial gain or with the intent to tarnish or disparage the mark, by creating a likelihood of

confusion as to the source, sponsorship, affiliation, or endorsement of the site;

(VI) the person's offer to transfer, sell, or otherwise assign the domain name to the mark owner or
any third party for financial gain without having used, or having an intent to use, the domain
name in the bona fide offering of any goods or services, or the person's prior conduct indicating a

pattern of such conduct;

(VII) the person's provision of material and misleading false contact information when applying
for the registration of the domain name, the person's intentional failure to maintain accurate

contact information, or the person's prior conduct indicating a pattern of such conduct;

(VIII) the person's registration or acquisition of multiple domain names which the person knows
are identical or confusingly similar to marks of others that are distinctive at the time of
registration of such domain names, or dilutive of famous marks of others that are famous at the
time of registration of such domain names, without regard to the goods or services of the parties;

and

(IX) the extent to which the mark incorporated in the person's domain name registration is or is

not distinctive and famous within the meaning of subsection (c)(1) of section 43.

(ii) Bad faith intent described under subparagraph (A) shall not be found in any case in which the
court determines that the person believed and had reasonable grounds to believe that the use of

the domain name was a fair use or otherwise lawful.



(C) In any civil action involving the registration, trafficking, or use of a domain name under this
paragraph, a court may order the forfeiture or cancellation of the domain name or the transfer of

the domain name to the owner of the mark.

(D) A person shall be liable for using a domain name under subparagraph (A) only if that person

is the domain name registrant or that registrant's authorized licensee.

(E) As used in this paragraph, the term "traffics in" refers to transactions that include, but are not
limited to, sales, purchases, loans, pledges, licenses, exchanges of currency, and any other transfer

for consideration or receipt in exchange for consideration.

(2)(A) The owner of a mark may file an in rem civil action against a domain name in the judicial
district in which the domain name registrar, domain name registry, or other domain name

authority that registered or assigned the domain name is located if--

(1) the domain name violates any right of the owner of a mark registered in the Patent and

Trademark Office, or protected under subsection (a) or (c); and

(ii) the court finds that the owner--

(I) is not able to obtain in personam jurisdiction over a person who would have been a defendant

in a civil action under paragraph (1); or

(I1) through due diligence was not able to find a person who would have been a defendant in a

civil action under paragraph (1) by--

(aa) sending a notice of the alleged violation and intent to proceed under this paragraph to the
registrant of the domain name at the postal and e-mail address provided by the registrant to the

registrar; and

(bb) publishing notice of the action as the court may direct promptly after filing the action.

(B) The actions under subparagraph (A)(ii) shall constitute service of process.



(C) In an in rem action under this paragraph, a domain name shall be deemed to have its situs in

the judicial district in which--

(i) the domain name registrar, registry, or other domain name authority that registered or assigned

the domain name is located; or

(ii)) documents sufficient to establish control and authority regarding the disposition of the

registration and use of the domain name are deposited with the court.

(D)(i) The remedies in an in rem action under this paragraph shall be limited to a court order for
the forfeiture or cancellation of the domain name or the transfer of the domain name to the owner
of the mark. Upon receipt of written notification of a filed, stamped copy of a complaint filed by
the owner of a mark in a United States district court under this paragraph, the domain name

registrar, domain name registry, or other domain name authority shall--

(I) expeditiously deposit with the court documents sufficient to establish the court's control and
authority regarding the disposition of the registration and use of the domain name to the court;

and

(ID) not transfer, suspend, or otherwise modify the domain name during the pendency of the

action, except upon order of the court.

(i1) The domain name registrar or registry or other domain name authority shall not be liable for
injunctive or monetary relief under this paragraph except in the case of bad faith or reckless

disregard, which includes a willful failure to comply with any such court order.

(3) The civil action established under paragraph (1) and the in rem action established under
paragraph (2), and any remedy available under either such action, shall be in addition to any other

civil action or remedy otherwise applicable.

(4) The in rem jurisdiction established under paragraph (2) shall be in addition to any other

jurisdiction that otherwise exists, whether in rem or in personam.
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CHAPTER I GENERAL PROVISIONS

Article 1 (Purpose)

The purpose of this Act is, through the protection of trademarks, to ensure the maintenance of
business confidence of persons who use trademarks and thereby to contribute to the development

of the industry and to protect the interests of consumers.



Article 2 (Definitions, etc.)

(1) "Trademark" in this Act means any character(s), figure(s), sign(s) or three-dimensional
shape(s), or any combination thereof, or any combination thereof with colors (hereinafter referred

to as "mark") which is:

(i) used in connection with the goods of a person who produces, certifies or assigns the goods as a

business; or

(1) used in connection with the services of a person who provides or certifies the services as a

business (except those provided for in the preceding item).

(2) "Registered trademark” in this Act means a trademark that has been registered as a trademark.

(3) "Use" with respect to a mark as used in this Act means any of the following acts:

(1) to affix a mark to goods or packages of goods;

(ii) to assign, deliver, display for the purpose of assignment or delivery, import or provide
through an electric telecommunication line, goods or packages of goods to which a mark is

affixed;

(iii) in the course of the provision of services, to affix a mark to articles to be used by a person
who receives the said services (including articles to be assigned or loaned, the same shall apply

hereinafter);

(iv) in the course of the provision of services, to provide the said services by using articles to

which a mark is affixed which are to be used by a person who receives the said services;

(v) for the purpose of providing services, to display articles to be used for the provision of the
services (including articles to be used by a person who receives the services in the course of the

provision of services, the same shall apply hereinafter) to which a mark is affixed;



(vi) in the course of the provision of services, to affix a mark to articles pertaining to the

provision of the said services belonging to a person who receives the services;

(vii) in the course of the provision of services through an image viewer, by using an
electromagnetic device (an electromagnetic device shall refer to any electronic, magnetic or other
method that is not recognizable by human perception, the same in the following item), to provide

the said services by displaying a mark on the image viewer; or

(viii) to display or distribute advertisement materials, price lists or transaction documents relating
to goods or services to which a mark is affixed, or to provide information on such content, to

which a mark is affixed by an electromagnetic device.

(4) To affix a mark to goods or other articles provided for in the preceding paragraph shall
include to form in the shape of the mark goods, packages of goods, articles to be used for the

provision of services, or advertisement materials relating to goods or services.

(5) In this Act, the scope of those similar to goods may include services, and the scope of those

similar to services may include goods



MANUHIN ¥

Unfair Competition Prevention Act 1993 - Act No.47 of 1993

# This English translation of the Unfair Competition Prevention Act has been translated (through
the revisions of Act No. 75 of 2005 (Effective November 1, 2005)) in compliance with the
Standard Bilingual Dictionary (March 2006 edition). This is an unofficial translation. Only the
original Japanese texts of laws and regulations have legal effect, and the translations are to be
used solely as reference material to aid in the understanding of Japanese laws and regulations.
The Government of Japan shall not be responsible for the accuracy, reliability or currency of the
legislative material provided in this Website, or for any consequence resulting from use of the
information in this Website. For all purposes of interpreting and applying law to any legal issue or

dispute, users should consult the original Japanese texts published in the Official Gazette.

Unfair Competition Prevention Act (Act No.47 of 1993)

Article 1 (Purpose)

The purpose of this Act is to provide for matters such as measures for the prevention of unfair
competition and compensation for damages caused by unfair competition, in order to ensure fair
competition among business operators and accurate implementation of international agreements

related thereto, and thereby contribute to the sound development of the national economy.

Article 2 (Definitions)

(1) The term "unfair competition" as used in this Act shall mean any of the following:

(i) acts of creating confusion with another person's goods or business by using an indication of
goods or business (which means a name, trade name, trademark, mark, or container or package of
goods used in relation to a person's business, or any other indication of a person's goods or
business; the same shall apply hereinafter) that is identical or similar to said person's indication of

goods or business that is well-known among consumers or other purchasers, or by assigning,



delivering, displaying for the purpose of assignment or delivery, exporting, importing or

providing through an electric telecommunication line the goods using such an indication;

(ii) acts of using as one's own an indication of goods or business that is identical or similar to
another person's famous indication of goods or business, or the act of assigning, delivering,
displaying for the purpose of assignment or delivery, exporting, importing or providing through

an electric telecommunication line the goods using such an indication;

(iii) acts of assigning, leasing, displaying for the purpose of assignment or leasing, exporting or
importing goods which imitate the configuration (excluding configuration that is indispensable

for ensuring the function of said goods) of another person's goods;

(iv) acts of acquiring a trade secret by theft, fraud, duress or other wrongful means (hereinafter
referred to as "acts of wrongful acquisition"), or the act of using or disclosing a trade secret so
acquired (including the act of disclosing such trade secret in confidence to a specific person or

persons; the same shall apply hereinafter);

(v) acts of acquiring a trade secret with the knowledge that such trade secret has been acquired
through acts of wrongful acquisition or without the knowledge of such matter due to gross

negligence, or acts of using or disclosing a trade secret so acquired;

(vi) acts of using or disclosing a trade secret after becoming aware or not becoming aware of such
matter due to gross negligence;, subsequent to its acquisition, that such trade secret was acquired

through wrongful acquisition

(vii) acts of using or disclosing a trade secret, which has been disclosed by the business operator
holding such trade secret (hereinafter referred to as the "holder"), for the purpose of unfair

business competition or otherwise acquiring an illicit gain, or causing injury to such holder;

(viii) acts of acquiring a trade secret with the knowledge or, without the knowledge due to gross
negligence, that there has been an improper disclosure of such trade secret (which means, in the
case prescribed in the preceding item, acts of disclosing a trade secret for the purpose prescribed

in said item, or acts of disclosing a trade secret in breach of a legal duty to maintain secrecy; the



same shall apply hereinafter) or that such trade secret has been acquired through improper

disclosure, or acts of using or disclosing a trade secret so acquired;

(ix) acts of using or disclosing an acquired trade secret after becoming aware or not being aware
of such matter due to gross negligence, subsequent to its acquisition, that there has been improper
disclosure of such trade secret or that such trade secret has been acquired through improper

disclosure;

(x) acts of assigning, delivering, displaying for the purpose of assignment or delivery, exporting
or importing (a) devices (including machines incorporating such devices) having the sole function
of enabling the viewing of images or hearing of sounds, the running of programs, or the recording
of images, sounds or programs which are restricted by technological restriction measures that are
used in business (excluding technological restriction measures used to restrict all but specific
persons from viewing images or hearing sounds, running programs, or recording images, sounds
or programs), by obstructing the effect of such technological restriction measures, or (b) data
storage media or machines on which programs having only such function (including other types
of programs combined with such programs) have been recorded, or acts of providing programs

having only such function through an electric telecommunication line;

(xi) acts of assigning, delivering, displaying for the purpose of assignment or delivery, exporting
or importing to all but specific persons (a) devices (including machines incorporating such
devices) having the sole function of enabling the viewing of images or hearing of sounds, the
running of programs, or the recording of images, sounds or programs which are restricted by
technological restriction measures that are used in business to restrict all but said specific persons
from viewing images or hearing sounds, running programs, or recording images, sounds or
programs, by obstructing the effect of such technological restriction measures, or (b) data storage
media or machines on which programs having only such function (including other types of
programs combined with such programs) have been recorded, or the act of providing programs

having only such function through an electric telecommunication line;

(xii) acts of acquiring or holding a right to use a domain name(s) that is identical or similar to

another person's specific indication of goods or services (which means a name, trade name,



trademark, mark, or any other indication of a person's goods or services), or the acts of using any
such domain name(s), for the purpose of acquiring an illicit gain or causing injury to another

person;

(xiii) acts of misrepresenting information on goods or services, or in an advertisement thereof or
in a document or correspondence used for a transaction related thereto, in a manner that is likely
to mislead the public as to the place of origin, quality, contents, manufacturing process, use or
quantity of such goods, or the quality, contents, purpose or quantity of such services, or the act of
assigning, delivering, displaying for the purpose of assignment or delivery, exporting, importing
or providing through an electric telecommunication line, goods with such an indication or

providing services with such an indication;

(xiv) acts of making or circulating a false allegation that is injurious to the business reputation of

another person in a competitive relationship;

(xv) acts by an agent, representative, or a person who was, within one year of the date of the act,
an agent or representative of an owner of a right relating to a trademark (such right shall be
limited to a right equivalent to a trademark right; hereinafter simply referred to as a "right" in this
item) in a country of the Union established by the Paris Convention (which means the Paris
Convention as defined in Article 4(1)(ii) of the Trademark Act (Act No. 127 of 1959)) or in a
Member of the World Trade Organization or in a contracting party to the Trademark Law Treaty,
without a legitimate reason and the consent of the owner of such right, using a trademark identical
or similar to the trademark relating to such right in respect of goods or services identical or
similar to those relating to such right, or the act of assigning, delivering, displaying for the
purpose of assignment or delivery, exporting, importing or providing through an electric
telecommunication line goods using such trademark, which are identical or similar to the goods
relating to such right, or providing services using such trademark, which are identical or similar to

the services relating to such right.

(2) The term "trademark" as used in this Act shall mean a trademark as defined in Article 2(1) of

the Trademark Act.



(3) The term "mark" as used in this Act shall mean a mark as defined in Article 2(1) of the

Trademark Act.

(4) The term "configuration of goods" as used in this Act shall mean the external and internal
shape of goods and the pattern, color, gloss, and texture combined with such shape, which may be

perceived by consumers or other purchasers when making ordinary use of the goods.

(5) The term "imitate" as used in this Act shall mean an act of creating goods of practically
identical configuration as that of another person's goods, based on the configuration of the goods

of said person.

(6) The term "trade secret" as used in this Act shall mean technical or business information useful
for commercial activities such as manufacturing or marketing methods that is kept secret and that

is not publicly known.

(7) The term "technological restriction measures" as used in this Act shall mean measures which
restrict the viewing of images or hearing of sounds, or running of programs, or recording of
images, sounds or programs through electromagnetic means (which means electronic means,
magnetic means or other means that are imperceptible by humans), and which adopt a method of
recording on data storage media or transmitting signals that make machines for viewing and
hearing (which means machines used for viewing images or hearing sounds, running programs, or
recording images, sounds or programs; the same shall apply hereinafter) react in a specific
manner along with the images, sounds or programs, or a method of recording on data storage
media or transmitting converted images, sounds or programs, which require specific conversion

by the machines for viewing and hearing.

(8) The term "program" as used in this Act shall mean instructions given to a computer, combined

SO as to obtain a certain result.

(9) The term "domain name(s)" as used in this Act shall mean letters, numbers, signs or other
symbols or any combination thereof that correspond to the numbers, signs, letters or any

combination thereof assigned to identify each computer on the Internet.



(10) The term "articles" as used in this Act includes computer programs.




MANUIN A

German Trademark act
PART1
SCOPE

Protected Trade Marks and Other Signs

Sec.1.

The following shall be protected under this Law:
1. trade marks,
2. commercial designations,

3. indication of geographical origin.

Application of Other Provisions
Sec.2.
The protection of trade marks, commercial designations and indications of geographical origin
under this Law shall not exclude the application of other provisions for the protection of these

signs.

PART 2
PREREQUISITES, SCOE AND LIMITS OF PROTECTION OF TRADE MARKS AND
COMMERCIAL DESIGNATIONS; TRANSFER AND LICENSE
Chapter 1
Trade Marks and Commercial Designations;
Priority and Seniority
Signs Capable of Being Protected as Trade Marks

Sec. 3.

(1) Any signs, particularly words, including personal names, designs letters, numerals, sound
marks, three-dimensional configurations, including the shape of goods or their wrapping as well

as other packaging, including colors and combinations of colors, which are capable of



distinguishing the goods or services of one undertaking from those of undertakings may be
protected as trade marks.

(2) Signs which consist exclusively of a shape

1. which results from nature of the goods themselves;

2. which is necessary to obtain a technical result; or

3. which gives substantial value to the goods shall not be capable of being protected as trade

marks.

Accrual of Trade Marks
Sec. 4.
Trade Marks protection shall accrue
1. by registration of a sign as a trade mark in the Register kept at the Patent Office;
2. through the use of a sign in the course of trade insofar as the sign has acquired a secondary
meaning as a trade mark within the affected trade circles; or,
3. by notoriety as a trade mark within the meaning of Article 6bis of Paris Convention for the

Protection of Industrial Property (Paris Convention).
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