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ABSTRACT

Trademark is considered as very important since an essential value of consumer’s
choice started to focus on trademark rather than the quality of product. Other than the product
image, trademark indicates consumer’s social status. Because of trademark’s important role, some
have seen an opportunity to gain benefits wrongfully from others’ trademark. Such actions are
varied. Other than producing with an attempt to copy or with an intention to counterfeit in order
to have the similar or identical quality, there is a usage of legal gap such as imitating product
appearance, arranging products in the same space to confuse the consumers, and also producing
counterfeit or copied trademark to export the products. All these actions directly affect the
registered trademark owners.

This study shows that the law of Thailand related to trademark includes Trademark
Act B.E. 2534 (1991) as Amended by the Trademark Act (No.3) B.E. 2559 (2016), the Civil and
Commercial Code, and the Criminal Code. Based on this study, these regulations are not
sufficient to protect the trademark owners. For some issues, there is yet no regulations, while
there are regulations for some other issues with gaps that allow some action which abuses the
right of the trademark owners. Although there are regulations that give the trademark owners
right to register for protection or request for compensation, the criteria to prove the infringement
or damage is still unclear by law. Moreover, the limit of prescription for the case of trademark
infringement is not determined. Also, if reported to the police, the act will lead to liability in
accordance to the penal code.

In comparison with the foreign law related to trademark in the study, the researcher

suggests that it is necessary and appropriate to rectify the law to be concurrent with the context of


http://www.ipthailand.go.th/th/dip-law-2/item/trademark-act-b-e-2534-1991.html
http://www.ipthailand.go.th/th/dip-law-2/item/trademark-act-b-e-2534-1991.html

the problems regarding trademark infringement in Thailand at presence, including determining
action that is considered as infringing on the right of registered trademark owners clearly to allow
the registered trademark owners to have criteria for proving of infringement and damage
accurately in accordance with the law. Also, it is suggested to extend the meaning of “trademark”
to cover the appearance of the trademark and the product in order to minimize the legal gap that
leads to damage to the trademark owners and consumers. Additionally, the regulation for
punishment should be added to increase the liability in case of exporting products with others’
trademark wrongfully in order to provide maximum benefits to the registered trademark owners
in proving such action. In additions, the period of prescription for the case of trademark
infringement should be determined clearly and specifically for the case of trademark
infringement. On the other hand, the reference to the prescription for general case in accordance
with the Civil and Commercial Code should be withdrawn since such prescription could be so

short that it does not allow enough time to prove the actual infringement or damage.
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United State of America
15 U.S.C. 1114 (SECTION 32 OF THE LANHAM ACT): REMEDIES;
INFRINGEMENT; INNOCENT INFRINGEMENT BY PRINTERS AND
PUBLISHERS
Taken from the U.S. Government Publishing Office in February 2016
15 U.S.C. Section Index
SUBCHAPTER III - General Provisions
§1114 REMEDIES; INFRINGEMENT; INNOCENT INFRINGEMENT BY PRINTERS
AND PUBLISHERS
(1) Any person who shall, without the consent of the registrant—
(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered
mark in connection with the sale, offering for sale, distribution, or advertising of any goods or
services on or in connection with which such use is likely to cause confusion, or to cause mistake,
or to deceive; or
( b) reproduce, counterfeit, copy, or colorably imitate a registered mark and apply such
reproduction, counterfeit, copy, or colorable imitation to labels, signs, prints, packages, wrappers,
receptacles or advertisements intended to be used in commerce upon or in connection with the
sale, offering for sale, distribution, or advertising of goods or services on or in connection with
which such use is likely to cause confusion, or to cause mistake, or to deceive,
shall be liable in a civil action by the registrant for the remedies hereinafter provided. Under
subsection (b) hereof, the registrant shall not be entitled to recover profits or damages unless the
acts have been committed with knowledge that such imitation is intended to be used to cause
confusion, or to cause mistake, or to deceive.

As used in this paragraph, the term " any person” includes the United States, all agencies and
instrumentalities thereof, and all individuals, firms, corporations, or other persons acting for the
United States and with the authorization and consent of the United States, and any State, any
instrumentality of a State, and any officer or employee of a State or instrumentality of a State
acting in his or her official capacity. The United States, all agencies and instrumentalities thereof,

and all individuals, firms, corporations, other persons acting for the United States and with the

authorization and consent of the United States, and any State, and any such instrumentality,
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officer, or employee, shall be subject to the provisions of this chapter in the same manner and to
the same extent as any nongovernmental entity.

(2) Notwithstanding any other provision of this chapter, the remedies given to the owner of a right
infringed under this chapter or to a person bringing an action under section 1125(a) or (d) of this
title shall be limited as follows:

(A) Where an infringer or violator is engaged solely in the business of printing the mark or
violating matter for others and establishes that he or she was an innocent infringer or innocent
violator, the owner of the right infringed or person bringing the action under section 1125(a) of
this title shall be entitled as against such infringer or violator only to an injunction against future
printing.

(B) Where the infringement or violation complained of is contained in or is part of paid
advertising matter in a newspaper, magazine, or other similar periodical or in an electronic
communication as defined in section 2510(12) of title 18, the remedies of the owner of the right
infringed or person bringing the action under section 1125(a) of this title as against the publisher
or distributor of such newspaper, magazine, or other similar periodical or -electronic
communication shall be limited to an injunction against the presentation of such advertising
matter in future issues of such newspapers, magazines, or other similar periodicals or in future
transmissions of such electronic communications. The limitations of this subparagraph shall apply
only to innocent infringers and innocent violators.

(C) Injunctive relief shall not be available to the owner of the right infringed or person bringing
the action under section 1125(a) of this title with respect to an issue of a newspaper, magazine, or
other similar periodical or an electronic communication containing infringing matter or violating
matter where restraining the dissemination of such infringing matter or violating matter in any
particular issue of such periodical or in an electronic communication would delay the delivery of
such issue or transmission of such electronic communication after the regular time for such
delivery or transmission, and such delay would be due to the method by which publication and
distribution of such periodical or transmission of such electronic communication is customarily
conducted in accordance with sound business practice, and not due to any method or device
adopted to evade this section or to prevent or delay the issuance of an injunction or restraining

order with respect to such infringing matter or violating matter.
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(D)

(@

(I) A domain name registrar, a domain name registry, or other domain name registration authority
that takes any action described under clause (ii) affecting a domain name shall not be liable for
monetary relief or, except as provided in subclause (II), for injunctive relief, to any person for
such action, regardless of whether the domain name is finally determined to infringe or dilute the
mark.

(IT) A domain name registrar, domain name registry, or other domain name registration authority
described in subclause (I) may be subject to injunctive relief only if such registrar, registry, or
other registration authority has—

(aa) not expeditiously deposited with a court, in which an action has been filed regarding the
disposition of the domain name, documents sufficient for the court to establish the court's control
and authority regarding the disposition of the registration and use of the domain name;

(bb) transferred, suspended, or otherwise modified the domain name during the pendency of the
action, except upon order of the court; or

(cc) willfully failed to comply with any such court order.

(ii) An action referred to under clause (i)(I) is any action of refusing to register, removing from
registration, transferring, temporarily disabling, or permanently canceling a domain name—

(I) in compliance with a court order under section 1125(d) of this title; or

(I) in the implementation of a reasonable policy by such registrar, registry, or authority
prohibiting the registration of a domain name that is identical to, confusingly similar to, or
dilutive of another's mark.

(iii)) A domain name registrar, a domain name registry, or other domain name registration
authority shall not be liable for damages under this section for the registration or maintenance of a
domain name for another absent a showing of bad faith intent to profit from such registration or
maintenance of the domain name.

(iv) If a registrar, registry, or other registration authority takes an action described under clause
(ii) based on a knowing and material misrepresentation by any other person that a domain name is
identical to, confusingly similar to, or dilutive of a mark, the person making the knowing and

material misrepresentation shall be liable for any damages, including costs and attorney's fees,
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incurred by the domain name registrant as a result of such action. The court may also grant
injunctive relief to the domain name registrant, including the reactivation of the domain name or
the transfer of the domain name to the domain name registrant.

(v) A domain name registrant whose domain name has been suspended, disabled, or transferred
under a policy described under clause (ii) (II) may, upon notice to the mark owner, file a civil
action to establish that the registration or use of the domain name by such registrant is not
unlawful under this chapter. The court may grant injunctive relief to the domain name registrant,
including the reactivation of the domain name or transfer of the domain name to the domain name
registrant.

(E) As used in this paragraph—

(i) the term "violator" means a person who violates section 1125(a) of this title; and

(ii) the term " violating matter" means matter that is the subject of a violation under
section 1125(a) of this title.

3)

(A) Any person who engages in the conduct described in paragraph (11) of section 110 of title 17
and who complies with the requirements set forth in that paragraph is not liable on account of
such conduct for a violation of any right under this chapter. This subparagraph does not preclude
liability, nor shall it be construed to restrict the defenses or limitations on rights granted under this
chapter, of a person for conduct not described in paragraph (11) of section 110 of title 17, even if
that person also engages in conduct described in paragraph (11) of section 110 of such title.

(B) A manufacturer, licensee, or licensor of technology that enables the making of limited
portions of audio or video content of a motion picture imperceptible as described in subparagraph
(A) is not liable on account of such manufacture or license for a violation of any right under this
chapter, if such manufacturer, licensee, or licensor ensures that the technology provides a clear
and conspicuous notice at the beginning of each performance that the performance of the motion
picture is altered from the performance intended by the director or copyright holder of the motion
picture. The limitations on liability in subparagraph (A) and this subparagraph shall not apply to a
manufacturer, licensee, or licensor of technology that fails to comply with this paragraph.

(C) The requirement under subparagraph (B) to provide notice shall apply only with respect to

technology manufactured after the end of the 180-day period beginning on April 27, 2005.
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(D) Any failure by a manufacturer, licensee, or licensor of technology to qualify for the
exemption under subparagraphs (A) and (B) shall not be construed to create an inference that any
such party that engages in conduct described in paragraph (11) of section 110 of title 17 is liable

for trademark infringement by reason of such conduct.

15 U.S.C. 1116 (SECTION 34 OF THE LANHAM ACT): INJUNCTIVE RELIEF
Taken from the U.S. Government Publishing Office in February 2016
15 U.S.C. Section Index
SUBCHAPTER III - General Provisions
§1116 INJUNCTIVE RELIEF
(a) Jurisdiction; service
The several courts vested with jurisdiction of civil actions arising under this chapter shall have
power to grant injunctions, according to the principles of equity and upon such terms as the court
may deem reasonable, to prevent the violation of any right of the registrant of a mark registered in
the Patent and Trademark Office or to prevent a violation under subsection (a), (¢), or (d) of
section 1125 of this title. Any such injunction may include a provision directing the defendant to
file with the court and serve on the plaintiff within thirty days after the service on the defendant of
such injunction, or such extended period as the court may direct, a report in writing under oath
setting forth in detail the manner and form in which the defendant has complied with the
injunction. Any such injunction granted upon hearing, after notice to the defendant, by any
district court of the United States, may be served on the parties against whom such injunction is
granted anywhere in the United States where they may be found, and shall be operative and may
be enforced by proceedings to punish for contempt, or otherwise, by the court by which such
injunction was granted, or by any other United States district court in whose jurisdiction the
defendant may be found.
(b) Transfer of certified copies of court papers
The said courts shall have jurisdiction to enforce said injunction, as provided in this chapter, as
fully as if the injunction had been granted by the district court in which it is sought to be
enforced. The clerk of the court or judge granting the injunction shall, when required to do so by

the court before which application to enforce said injunction is made, transfer without delay to
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said court a certified copy of all papers on file in his office upon which said injunction was
granted.

(c) Notice to Director

It shall be the duty of the clerks of such courts within one month after the filing of any action,
suit, or proceeding involving a mark registered under the provisions of this chapter to give notice
thereof in writing to the Director setting forth in order so far as known the names and addresses of
the litigants and the designating number or numbers of the registration or registrations upon
which the action, suit, or proceeding has been brought, and in the event any other registration be
subsequently included in the action, suit, or proceeding by amendment, answer, or other pleading,
the clerk shall give like notice thereof to the Director, and within one month after the judgment is
entered or an appeal is taken the clerk of the court shall give notice thereof to the Director, and it
shall be the duty of the Director on receipt of such notice forthwith to endorse the same upon the
file wrapper of the said registration or registrations and to incorporate the same as a part of the
contents of said file wrapper.

(d) Civil actions arising out of use of counterfeit marks

(1

(A) In the case of a civil action arising under section 1114(1)(a) of this title or section 220506 of
title 36 with respect to a violation that consists of using a counterfeit mark in connection with the
sale, offering for sale, or distribution of goods or services, the court may, upon ex parte
application, grant an order under subsection ( a) of this section pursuant to this subsection
providing for the seizure of goods and counterfeit marks involved in such violation and the means
of making such marks, and records documenting the manufacture, sale, or receipt of things
involved in such violation.

(B) As used in this subsection the term "counterfeit mark" means—

(i) a counterfeit of a mark that is registered on the principal register in the United States Patent
and Trademark Office for such goods or services sold, offered for sale, or distributed and that is
in use, whether or not the person against whom relief is sought knew such mark was so

registered; or
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(i) a spurious designation that is identical with, or substantially indistinguishable from, a
designation as to which the remedies of this chapter are made available by reason of
section 220506 of title 36;

but such term does not include any mark or designation used on or in connection with goods or
services of which the manufacture ' or producer was, at the time of the manufacture or production
in question authorized to use the mark or designation for the type of goods or services so
manufactured or produced, by the holder of the right to use such mark or designation.

(2) The court shall not receive an application under this subsection unless the applicant has given
such notice of the application as is reasonable under the circumstances to the United States
attorney for the judicial district in which such order is sought. Such attorney may participate in
the proceedings arising under such application if such proceedings may affect evidence of an
offense against the United States. The court may deny such application if the court determines
that the public interest in a potential prosecution so requires.

(3) The application for an order under this subsection shall—

(A) be based on an affidavit or the verified complaint establishing facts sufficient to support the
findings of fact and conclusions of law required for such order; and

(B) contain the additional information required by paragraph (5) of this subsection to be set forth
in such order.

(4) The court shall not grant such an application unless—

(A) the person obtaining an order under this subsection provides the security determined adequate
by the court for the payment of such damages as any person may be entitled to recover as a result
of a wrongful seizure or wrongful attempted seizure under this subsection; and

(B) the court finds that it clearly appears from specific facts that—

(i) an order other than an ex parte seizure order is not adequate to achieve the purposes of
section 1114 of this title;

(ii) the applicant has not publicized the requested seizure;

(iii) the applicant is likely to succeed in showing that the person against whom seizure would be
ordered used a counterfeit mark in connection with the sale, offering for sale, or distribution of
goods or services;

(iv) an immediate and irreparable injury will occur if such seizure is not ordered;
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(v) the matter to be seized will be located at the place identified in the application;

(vi) the harm to the applicant of denying the application outweighs the harm to the legitimate
interests of the person against whom seizure would be ordered of granting the application; and
(vii) the person against whom seizure would be ordered, or persons acting in concert with such
person, would destroy, move, hide, or otherwise make such matter inaccessible to the court, if the
applicant were to proceed on notice to such person.

(5) An order under this subsection shall set forth—

(A) the findings of fact and conclusions of law required for the order;

(B) a particular description of the matter to be seized, and a description of each place at which
such matter is to be seized;

(C) the time period, which shall end not later than seven days after the date on which such order is
issued, during which the seizure is to be made;

(D) the amount of security required to be provided under this subsection; and

(E) a date for the hearing required under paragraph (10) of this subsection.

(6) The court shall take appropriate action to protect the person against whom an order under this
subsection is directed from publicity, by or at the behest of the plaintiff, about such order and any
seizure under such order.

(7) Any materials seized under this subsection shall be taken into the custody of the court. For
seizures made under this section, the court shall enter an appropriate protective order with respect
to discovery and use of any records or information that has been seized. The protective order shall
provide for appropriate procedures to ensure that confidential, private, proprietary, or privileged
information contained in such records is not improperly disclosed or used.

(8) An order under this subsection, together with the supporting documents, shall be sealed until
the person against whom the order is directed has an opportunity to contest such order, except that
any person against whom such order is issued shall have access to such order and supporting
documents after the seizure has been carried out.

(9) The court shall order that service of a copy of the order under this subsection shall be made by
a Federal law enforcement officer (such as a United States marshal or an officer or agent of the
United States Customs Service, Secret Service, Federal Bureau of Investigation, or Post Office) or

may be made by a State or local law enforcement officer, who, upon making service, shall carry
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out the seizure under the order. The court shall issue orders, when appropriate, to protect the
defendant from undue damage from the disclosure of trade secrets or other confidential
information during the course of the seizure, including, when appropriate, orders restricting the
access of the applicant (or any agent or employee of the applicant) to such secrets or information.
(10)

(A) The court shall hold a hearing, unless waived by all the parties, on the date set by the court in
the order of seizure. That date shall be not sooner than ten days after the order is issued and not
later than fifteen days after the order is issued, unless the applicant for the order shows good
cause for another date or unless the party against whom such order is directed consents to another
date for such hearing. At such hearing the party obtaining the order shall have the burden to prove
that the facts supporting findings of fact and conclusions of law necessary to support such order
are still in effect. If that party fails to meet that burden, the seizure order shall be dissolved or
modified appropriately.

(B) In connection with a hearing under this paragraph, the court may make such orders modifying
the time limits for discovery under the Rules of Civil Procedure as may be necessary to prevent
the frustration of the purposes of such hearing.

(11) A person who suffers damage by reason of a wrongful seizure under this subsection has a
cause of action against the applicant for the order under which such seizure was made, and shall
be entitled to recover such relief as may be appropriate, including damages for lost profits, cost of
materials, loss of good will, and punitive damages in instances where the seizure was sought in
bad faith, and, unless the court finds extenuating circumstances, to recover a reasonable attorney's
fee. The court in its discretion may award prejudgment interest on relief recovered under this
paragraph, at an annual interest rate established under section 6621(a)(2) of title 26, commencing
on the date of service of the claimant's pleading setting forth the claim under this paragraph and
ending on the date such recovery is granted, or for such shorter time as the court deems

appropriate.
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15 U.S.C. 1125 (SECTION 43 OF THE LANHAM ACT): FALSE DESIGNATIONS OF
ORIGIN, FALSE DESCRIPTIONS, AND DILUTION FORBIDDEN
Taken from the U.S. Government Publishing Office in February 2016
15 U.S.C. Section Index
SUBCHAPTER III - General Provisions
§1125 FALSE DESIGNATIONS OF ORIGIN, FALSE DESCRIPTIONS, AND
DILUTION FORBIDDEN
(a) Civil action
(1) Any person who, on or in connection with any goods or services, or any container for goods,
uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any
false designation of origin, false or misleading description of fact, or false or misleading
representation of fact, which—
(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection,
or association of such person with another person, or as to the origin, sponsorship, or approval of
his or her goods, services, or commercial activities by another person, or
(B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or
geographic origin of his or her or another person's goods, services, or commercial activities,
shall be liable in a civil action by any person who believes that he or she is or is likely to be
damaged by such act.
(2) As used in this subsection, the term "any person" includes any State, instrumentality of a State
or employee of a State or instrumentality of a State acting in his or her official capacity. Any
State, and any such instrumentality, officer, or employee, shall be subject to the provisions of this
chapter in the same manner and to the same extent as any nongovernmental entity.
(3) In a civil action for trade dress infringement under this chapter for trade dress not registered
on the principal register, the person who asserts trade dress protection has the burden of proving
that the matter sought to be protected is not functional.
(b) Importation
Any goods marked or labeled in contravention of the provisions of this section shall not be
imported into the United States or admitted to entry at any customhouse of the United States. The

owner, importer, or consignee of goods refused entry at any customhouse under this section may
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have any recourse by protest or appeal that is given under the customs revenue laws or may have
the remedy given by this chapter in cases involving goods refused entry or seized.

(c) Dilution by blurring; dilution by tarnishment

(1) Injunctive relief

Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or
through acquired distinctiveness, shall be entitled to an injunction against another person who, at
any time after the owner's mark has become famous, commences use of a mark or trade name in
commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous
mark, regardless of the presence or absence of actual or likely confusion, of competition, or of
actual economic injury.

(2) Definitions

(A) For purposes of paragraph (1), a mark is famous if it is widely recognized by the general
consuming public of the United States as a designation of source of the goods or services of the
mark's owner. In determining whether a mark possesses the requisite degree of recognition, the
court may consider all relevant factors, including the following:

(i) The duration, extent, and geographic reach of advertising and publicity of the mark, whether
advertised or publicized by the owner or third parties.

(ii)) The amount, volume, and geographic extent of sales of goods or services offered under the
mark.

(iii) The extent of actual recognition of the mark.

(iv) Whether the mark was registered under the Act of March 3, 1881, or the Act of February 20,
1905, or on the principal register.

(B) For purposes of paragraph (1), "dilution by blurring" is association arising from the similarity
between a mark or trade name and a famous mark that impairs the distinctiveness of the famous
mark. In determining whether a mark or trade name is likely to cause dilution by blurring, the
court may consider all relevant factors, including the following:

(i) The degree of similarity between the mark or trade name and the famous mark.

(ii) The degree of inherent or acquired distinctiveness of the famous mark.

(iii) The extent to which the owner of the famous mark is engaging in substantially exclusive use

of the mark.
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(iv) The degree of recognition of the famous mark.

(v) Whether the user of the mark or trade name intended to create an association with the famous
mark.

(vi) Any actual association between the mark or trade name and the famous mark.

(C) For purposes of paragraph (1), " dilution by tarnishment" is association arising from the
similarity between a mark or trade name and a famous mark that harms the reputation of the
famous mark.

(3) Exclusions

The following shall not be actionable as dilution by blurring or dilution by tarnishment under this
subsection:

(A) Any fair use, including a nominative or descriptive fair use, or facilitation of such fair use, of
a famous mark by another person other than as a designation of source for the person's own goods
or services, including use in connection with—

(1) advertising or promotion that permits consumers to compare goods or services; or

(ii) identifying and parodying, criticizing, or commenting upon the famous mark owner or the
goods or services of the famous mark owner.

(B) All forms of news reporting and news commentary.

(C) Any noncommercial use of a mark.

(4) Burden of proof

In a civil action for trade dress dilution under this chapter for trade dress not registered on the
principal register, the person who asserts trade dress protection has the burden of proving that—
(A) the claimed trade dress, taken as a whole, is not functional and is famous; and

(B) if the claimed trade dress includes any mark or marks registered on the principal register, the
unregistered matter, taken as a whole, is famous separate and apart from any fame of such
registered marks.

(5) Additional remedies

In an action brought under this subsection, the owner of the famous mark shall be entitled to
injunctive relief as set forth in section 1116 of this title. The owner of the famous mark shall also
be entitled to the remedies set forth in sections 1117(a) and 1118 of this title, subject to the

discretion of the court and the principles of equity if—
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(A) the mark or trade name that is likely to cause dilution by blurring or dilution by tarnishment
was first used in commerce by the person against whom the injunction is sought after October 6,
2006; and

(B) in a claim arising under this subsection—

(i) by reason of dilution by blurring, the person against whom the injunction is sought willfully
intended to trade on the recognition of the famous mark; or

(ii) by reason of dilution by tarnishment, the person against whom the injunction is sought
willfully intended to harm the reputation of the famous mark.

(6) Ownership of valid registration a complete bar to action

The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act of
February 20, 1905, or on the principal register under this chapter shall be a complete bar to an
action against that person, with respect to that mark, that—

(A) is brought by another person under the common law or a statute of a State; and

(B)

(1) seeks to prevent dilution by blurring or dilution by tarnishment; or

(ii) asserts any claim of actual or likely damage or harm to the distinctiveness or reputation of a
mark, label, or form of advertisement.

(7) Savings clause

Nothing in this subsection shall be construed to impair, modify, or supersede the applicability of
the patent laws of the United States.

(d) Cyberpiracy prevention

(1

(A) A person shall be liable in a civil action by the owner of a mark, including a personal name
which is protected as a mark under this section, if, without regard to the goods or services of the
parties, that person—

(i) has a bad faith intent to profit from that mark, including a personal name which is protected as
a mark under this section; and

(ii) registers, traffics in, or uses a domain name that—

(I) in the case of a mark that is distinctive at the time of registration of the domain name, is

identical or confusingly similar to that mark;
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(IT) in the case of a famous mark that is famous at the time of registration of the domain name, is
identical or confusingly similar to or dilutive of that mark; or

( III) is a trademark, word, or name protected by reason of section 706 of title 18 or
section 220506 of title 36.

(B)

(1) In determining whether a person has a bad faith intent described under subparagraph (A), a
court may consider factors such as, but not limited to—

(I) the trademark or other intellectual property rights of the person, if any, in the domain name;
(I1) the extent to which the domain name consists of the legal name of the person or a name that is
otherwise commonly used to identify that person;

(ITT) the person's prior use, if any, of the domain name in connection with the bona fide offering
of any goods or services;

(IV) the person's bona fide noncommercial or fair use of the mark in a site accessible under the
domain name;

(V) the person's intent to divert consumers from the mark owner's online location to a site
accessible under the domain name that could harm the goodwill represented by the mark, either
for commercial gain or with the intent to tarnish or disparage the mark, by creating a likelihood of
confusion as to the source, sponsorship, affiliation, or endorsement of the site;

(VD) the person's offer to transfer, sell, or otherwise assign the domain name to the mark owner or
any third party for financial gain without having used, or having an intent to use, the domain
name in the bona fide offering of any goods or services, or the person's prior conduct indicating a
pattern of such conduct;

(VII) the person's provision of material and misleading false contact information when applying
for the registration of the domain name, the person's intentional failure to maintain accurate
contact information, or the person's prior conduct indicating a pattern of such conduct;

(VIID) the person's registration or acquisition of multiple domain names which the person knows
are identical or confusingly similar to marks of others that are distinctive at the time of
registration of such domain names, or dilutive of famous marks of others that are famous at the
time of registration of such domain names, without regard to the goods or services of the parties;

and
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(IX) the extent to which the mark incorporated in the person's domain name registration is or is
not distinctive and famous within the meaning of subsection (c).

(ii) Bad faith intent described under subparagraph (A) shall not be found in any case in which the
court determines that the person believed and had reasonable grounds to believe that the use of
the domain name was a fair use or otherwise lawful.

(C) In any civil action involving the registration, trafficking, or use of a domain name under this
paragraph, a court may order the forfeiture or cancellation of the domain name or the transfer of
the domain name to the owner of the mark.

(D) A person shall be liable for using a domain name under subparagraph (A) only if that person
is the domain name registrant or that registrant's authorized licensee.

(E) As used in this paragraph, the term "traffics in" refers to transactions that include, but are not
limited to, sales, purchases, loans, pledges, licenses, exchanges of currency, and any other transfer
for consideration or receipt in exchange for consideration.

2

(A) The owner of a mark may file an in rem civil action against a domain name in the judicial
district in which the domain name registrar, domain name registry, or other domain name
authority that registered or assigned the domain name is located if—

(i) the domain name violates any right of the owner of a mark registered in the Patent and
Trademark Office, or protected under subsection (a) or (¢); and

(i1) the court finds that the owner—

(I) is not able to obtain in personam jurisdiction over a person who would have been a defendant
in a civil action under paragraph (1); or

(II) through due diligence was not able to find a person who would have been a defendant in a
civil action under paragraph (1) by—

(aa) sending a notice of the alleged violation and intent to proceed under this paragraph to the
registrant of the domain name at the postal and e-mail address provided by the registrant to the
registrar; and

(bb) publishing notice of the action as the court may direct promptly after filing the action.

(B) The actions under subparagraph (A)(ii) shall constitute service of process.
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(C) In an in rem action under this paragraph, a domain name shall be deemed to have its situs in
the judicial district in which—

(i) the domain name registrar, registry, or other domain name authority that registered or assigned
the domain name is located; or

(ii) documents sufficient to establish control and authority regarding the disposition of the
registration and use of the domain name are deposited with the court.

(D)

(i) The remedies in an in rem action under this paragraph shall be limited to a court order for the
forfeiture or cancellation of the domain name or the transfer of the domain name to the owner of
the mark. Upon receipt of written notification of a filed, stamped copy of a complaint filed by the
owner of a mark in a United States district court under this paragraph, the domain name registrar,
domain name registry, or other domain name authority shall—

(I) expeditiously deposit with the court documents sufficient to establish the court's control and
authority regarding the disposition of the registration and use of the domain name to the court;
and

(II) not transfer, suspend, or otherwise modify the domain name during the pendency of the
action, except upon order of the court.

(ii) The domain name registrar or registry or other domain name authority shall not be liable for
injunctive or monetary relief under this paragraph except in the case of bad faith or reckless
disregard, which includes a willful failure to comply with any such court order.

(3) The civil action established under paragraph (1) and the in rem action established under
paragraph (2), and any remedy available under either such action, shall be in addition to any other
civil action or remedy otherwise applicable.

(4) The in rem jurisdiction established under paragraph (2) shall be in addition to any other

jurisdiction that otherwise exists, whether in rem or in personam.
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United State of America
TITLE 18—CRIMES AND CRIMINAL PROCEDURE This title was enacted by act June

25, 1948, ch. 645, §1, 62 Stat. 683

§ 2320. Trafficking in counterfeit goods or services
(a) OFFENSES.—Whoever intentionally—

(1) traffics in goods or services and knowingly uses a counterfeit mark on or in
connection with such goods or services,

(2) traffics in labels, patches, stickers, wrappers, badges, emblems, medallions, charms,
boxes, containers, cans, cases, hangtags, documentation, or packaging of any type or nature,
knowing that a counterfeit mark has been applied thereto, the use of which is likely to cause
confusion, to cause mistake, or to deceive, or

(3) traffics in goods or services knowing that such good or service is a counterfeit
military good or service the use, malfunction, or failure of which is likely to cause serious bodily
injury or death, the disclosure of classified information, impairment of combat operations, or
other significant harm to a combat operation, a member of the Armed Forces, or to national
security,
or attempts or conspires to violate any of paragraphs (1) through (3) shall be punished as provided
in subsection (b).

(b) PENALTIES.—

(1) IN GENERAL.—Whoever commits an offense under subsection (a)—

(A) if an individual, shall be fined not more than $2,000,000 or imprisoned not
more than 10 years, or both, and, if a person other than an individual, shall be fined not
more than $5,000,000; and

(B) for a second or subsequent offense under subsection (a), if an individual,
shall be fined not more than $5,000,000 or imprisoned not more than 20 years, or both,
and if other than an individual, shall be fined not more than $15,000,000.

(2) SERIOUS BODILY INJURY OR DEATH.—

(A) SERIOUS BODILY INJURY.—Whoever knowingly or recklessly causes or

attempts to cause serious bodily injury from conduct in violation of subsection (a), if an
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individual, shall be fined not more than $5,000,000 or imprisoned for not more than 20
years, or both, and if other than an individual, shall be fined not more than $15,000,000.

(B) DEATH.—Whoever knowingly or recklessly causes or attempts to cause
death from conduct in violation of subsection (a), if an individual, shall be fined not more
than $5,000,000 or imprisoned for any term of years or for life, or both, and if other than
an individual, shall be fined not more than $15,000,000.

(3) COUNTERFEIT MILITARY GOODS OR SERVICES. —Whoever commits an
offense under subsection (a) involving a counterfeit military good or service—
(A) if an individual, shall be fined not more than $5,000,000, imprisoned not
more than 20 years, or both, and if other than an individual, be fined not more than
$15,000,000; and
(B) for a second or subsequent offense, if an individual, shall be fined not more
than $15,000,000, imprisoned not more than 30 years, or both, and if other than an
individual, shall be fined not more than $30,000,000.
(¢) FORFEITURE AND DESTRUCTION OF PROPERTY; RESTITUTION. —Forfeiture,
destruction, and restitution relating to this section shall be subject to section 2323, to the extent
provided in that section, in addition to any other similar remedies provided by law.
(d) DEFENSES.—AII defenses, affirmative defenses, and limitations on remedies that would be
applicable in an action under the Lanham Act shall be applicable in a prosecution under this
section. In a prosecution under this section, the defendant shall have the burden of proof, by a
preponderance of the evidence, of any such affirmative defense.
(e) PRESENTENCE REPORT.—(1) During preparation of the presentence report pursuant to
Rule 32(c¢) of the Federal Rules of Criminal Procedure, victims of the offense shall be permitted
to submit, and the probation officer shall receive, a victim impact statement that identifies the
victim of the offense and the extent and scope of the injury and loss suffered by the victim,
including the estimated economic impact of the offense on that victim.

(2) Persons permitted to submit victim impact statements shall include—

(A) producers and sellers of legitimate goods or services affected by conduct involved in
the offense;

(B) holders of intellectual property rights in such goods or services; and
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(C) the legal representatives of such producers, sellers, and holders.
(f) DEFINITIONS.—For the purposes of this section—

(1) the term ‘‘counterfeit mark’> means—

(A) a spurious mark—

(i) that is used in connection with trafficking in any goods, services, labels,
patches, stickers, wrappers, badges, emblems, medallions, charms, boxes, containers,
cans, cases, hangtags, documentation, or packaging of any type or nature;

(ii) that is identical with, or substantially indistinguishable from, a mark
registered on the principal register in the United States Patent and Trademark Office and
in use, whether or not the defendant knew such mark was so registered;

(iii) that is applied to or used in connection with the goods or services for which
the mark is registered with the United States Patent and Trademark Office, or is applied
to or consists of a label, patch, sticker, wrapper, badge, emblem, medallion, charm, box,
container, can, case, hangtag, documentation, or packaging of any type or nature that is
designed, marketed, or otherwise intended to be used on or in connection with the goods
or services Page 527 TITLE 18—CRIMES AND CRIMINAL PROCEDURE § 2320 for
which the mark is registered in the United States Patent and Trademark Office; and

(iv) the use of which is likely to cause confusion, to cause mistake, or to deceive;
or
(B) a spurious designation that is identical with, or substantially indistinguishable from, a

designation as to which the remedies of the Lanham Act are made available by reason of section
220506 of title 36;

but such term does not include any mark or designation used in connection with goods or
services, or a mark or designation applied to labels, patches, stickers, wrappers, badges, emblems,
medallions, charms, boxes, containers, cans, cases, hangtags, documentation, or packaging of any
type or nature used in connection with such goods or services, of which the manufacturer or
producer was, at the time of the manufacture or production in question, authorized to use the mark
or designation for the type of goods or services so manufactured or produced, by the holder of the

right to use such mark or designation;
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(2) the term °“financial gain’’ includes the receipt, or expected receipt, of anything of
value;

(3) the term ° “ Lanham Act’’ means the Act entitled ¢ ¢ An Act to provide for the
registration and protection of trademarks used in commerce, to carry out the provisions of certain

international conventions, and for other purposes’’, approved July 5, 1946 (15 U.S.C. 1051 et
seq.);

)

(4) the term “‘counterfeit military good or service’’ means a good or service that uses a
counterfeit mark on or in connection with such good or service and that— (A) is falsely identified
or labeled as meeting military specifications, or (B) is intended for use in a military or national
security application; and

(5) the term °“traffic’’ means to transport, transfer, or otherwise dispose of, to another,
for purposes of commercial advantage or private financial gain, or to make, import, export, obtain
control of, or possess, with intent to so transport, transfer, or otherwise dispose of.
(g) LIMITATION ON CAUSE OF ACTION.—Nothing in this section shall entitle the United
States to bring a criminal cause of action under this section for the repackaging of genuine goods
or services not intended to deceive or confuse.
(h) REPORT TO CONGRESS.—(1) Beginning with the first year after the date of enactment of
this subsection, the Attorney General shall include in the report of the Attorney General to
Congress on the business of the Department of Justice prepared pursuant to section 522 of title
28, an accounting, on a district by district basis, of the following with respect to all actions taken
by the Department of Justice that involve trafficking in counterfeit labels for phonorecords, copies
of computer programs or computer program documentation or packaging, copies of motion
pictures or other audiovisual works (as defined in section 2318 of this title), criminal infringement
of copyrights (as defined in section 2319 of this title), unauthorized fixation of and trafficking in
sound recordings and music videos of live musical performances (as defined in section 2319A of
this title), or trafficking in goods or services bearing counterfeit marks (as defined in section 2320
of this title):

(A) The number of open investigations.

(B) The number of cases referred by the United States Customs Service.

(C) The number of cases referred by other agencies or sources.
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(D) The number and outcome, including settlements, sentences, recoveries, and penalties,
of all prosecutions brought under sections 2318, 2319, 2319A, and 2320 of title 18.

(2)(A) The report under paragraph (1), with respect to criminal infringement of copyright, shall
include the following:

(i) The number of infringement cases in these categories: audiovisual (videos and films);
audio (sound recordings); literary works (books and musical compositions); computer programs;
video games; and, others.

(ii) The number of online infringement cases.

(iii) The number and dollar amounts of fines assessed in specific categories of dollar
amounts. These categories shall be: no fines ordered; fines under $500; fines from $500 to
$1,000; fines from $1,000 to $5,000; fines from $5,000 to $10,000; and fines over $10,000.

(iv) The total amount of restitution ordered in all copyright infringement cases.

(B) In this paragraph, the term °‘online infringement cases’’ as used in paragraph (2)
means those cases where the infringer—

(1) advertised or publicized the infringing work on the Internet; or

(ii)) made the infringing work available on the Internet for download, reproduction,
performance, or distribution by other persons.

(C) The information required under subparagraph (A) shall be submitted in the report
required in fiscal year 2005 and thereafter.

(i) TRANSSHIPMENT AND EXPORTATION.—No goods or services, the trafficking in of
which is prohibited by this section, shall be transshipped through or exported from the United
States. Any such transshipment or exportation shall be deemed a violation of section 42 of an Act
to provide for the registration of trademarks used in commerce, to carry out the provisions of
certain international conventions, and for other purposes, approved July 5, 1946 ( commonly
referred to as the ‘‘Trademark Act of 1946’ or the ¢‘Lanham Act’’).

(Added Pub. L. 98-473, title II, §1502(a), Oct. 12, 1984, 98 Stat. 2178; amended Pub. L. 103—
322, title XXXII, §320104(a), title XXXIII, §330016(1)(U), Sept. 13, 1994, 108 Stat. 2110, 2148;
Pub. L. 104-153, §5, July 2, 1996, 110 Stat. 1387; Pub. L. 105-147, §2(f), Dec. 16, 1997, 111
Stat. 2679; Pub. L. 105-225, §4(b), Aug. 12, 1998, 112 Stat. 1499; Pub. L. 105-354, §2(c)(1),

Nov. 3, 1998, 112 Stat. 3244; Pub. L. 107-140, §1, Feb. 8, 2002, 116 Stat. 12; Pub. L. 107-273,
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div. A, title II, §205(e), Nov. 2, 2002, 116 Stat. 1778; Pub. L. 109-181, §§1(b), 2(b), Mar. 16,
2006, 120 Stat. 285, 288; Pub. L. 110403, title II, § 2320 TITLE 18—CRIMES AND
CRIMINAL PROCEDURE Page 528 §205, Oct. 13, 2008, 122 Stat. 4261; Pub. L. 112-81, div.
A, title VIII, §818(h), Dec. 31, 2011, 125 Stat. 1497.)
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United Kingdom
Trade Marks Act 1994

1994 CHAPTER 26.

An Act to make new provision for registered trade marks, implementing Council Directive No.
89/104/EEC of 21st December 1988 to approximate the laws of the Member States relating to
trade marks; to make provisions in connection with Council Regulation (EC) No. 40/94 of 20th
December 1993 on the Community trade mark; to give effect to the Madrid Protocol Relating to
the International Registration of Marks of 27th June 1989, and to certain provisions of the Paris
Convention for the Protection of Industrial Property of 20th March 1883, as revised and amended;
and for connected purposes.

[21st July 1994]

Be it enacted by the Queen’s most Excellent Majesty, by and with the advice and consent of the
Lords Spiritual and Temporal, and Commons, in this present Parliament assembled, and by the
authority of the same, as follows:-

PART I REGISTERED TRADE MARKS

Introductory

1. - (1) In this Act a “trade mark” means any sign capable of being represented graphically which
is capable of distinguishing goods or services of one undertaking from those of other
undertakings.

A trade mark may, in particular, consist of words (including personal names), designs, letters,
numerals or the shape of goods or their packaging.

(2) References in this Act to a trade mark include, unless the context otherwise requires,
references to a collective mark (see section 49) or certification mark (see section 50).

2. - (1) A registered trade mark is a property right obtained by the registration of the trade mark
under this Act and the proprietor of a registered trade mark has the rights and remedies provided
by this Act.

(2) No proceedings lie to prevent or recover damages for the infringement of an unregistered
trade mark as such; but nothing in this Act affects the law relating to passing off.

Effects of registered trade mark
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9. - (1) The proprietor of a registered trade mark has exclusive rights in the trade mark which are
infringed by use of the trade mark in the United Kingdom without his consent.
The acts amounting to infringement, if done without the consent of the proprietor, are specified in
section 10.
(2) References in this Act to the infringement of a registered trade mark are to any such
infringement of the rights of the proprietor.
(3) The rights of the proprietor have effect from the date of registration (which in accordance with
section 40(3) is the date of filing of the application for registration):
Provided that —

(a) no infringement proceedings may be begun before the date on which the trade mark is
in fact registered; and

(b) no offence under section 92 (unauthorised use of trade mark, &c. in relation to goods)
is committed by anything done before the date of publication of the registration.
10. - (1) A person infringes a registered trade mark if he uses in the course of trade a sign which is
identical with the trade mark in relation to goods or services which are identical with those for
which it is registered.
(2) A person infringes a registered trade mark if he uses in the course of trade a sign where
because —

(a) the sign is identical with the trade mark and is used in relation to goods or services
similar to those for which the trade mark is registered, or

(b) the sign is similar to the trade mark and is used in relation to goods or services
identical with or similar to those for which the trade mark is registered, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association with the trade
mark.
(3) A person infringes a registered trade mark if he uses in the course of trade in relation to goods
or services a sign which — (a) is identical with or similar to the trade mark, where the trade mark
has a reputation in the United Kingdom and the use of the sign, being without due cause, takes
unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade mark.
(4) For the purposes of this section a person uses a sign if, in particular, he-

(a) affixes it to goods or the packaging thereof;
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(b) offers or exposes goods for sale, puts them on the market or stocks them for those
purposes under the sign, or offers or supplies services under the sign;

(c) imports or exports goods under the sign; or

(d) uses the sign on business papers or in advertising.

(5) A person who applies a registered trade mark to material intended to be used for labelling or
packaging goods, as a business paper, or for advertising goods or services, shall be treated as a
party to any use of the material which infringes the registered trade mark if when he applied the
mark he knew or had reason to believe that the application of the mark was not duly authorised by
the proprietor or a licensee.

(6) Nothing in the preceding provisions of this section shall be construed as preventing the use of
a registered trade mark by any person for the purpose of identifying goods or services as those of
the proprietor or a licensee.

But any such use otherwise than in accordance with honest practices in industrial or commercial
matters shall be treated as infringing the registered trade mark if the use without due cause takes
unfair advantage of, or is detrimental to, the distinctive character or repute of the trade mark.

11. - (1) A registered trade mark is not infringed by the use of another registered trade mark in
relation to goods or services for which the latter is registered (but see section 47(6) (effect of
declaration of invalidity of registration)).

(2) A registered trade mark is not infringed by —

(a) the use by a person of his own name or address.

(b) the use of indications concerning the kind, quality, quantity, intended purpose, value,
geographical origin, the time of production of goods or of rendering of services, or other
characteristics of goods or services, or

(c) the use of the trade mark where it is necessary to indicate the intended purpose of a
product or service (in particular, as accessories or spare parts), provided the use is in accordance
with honest practices in industrial or commercial matters.

(3) A registered trade mark is not infringed by the use in the course of trade in a particular locality

of an earlier right which applies only in that locality.



132

For this purpose an “earlier right” means an unregistered trade mark or other sign continuously
used in relation to goods or services by a person or a predecessor in title of his from a date prior
to whichever is the earlier of-

(a) the use of the first-mentioned trade mark in relation to those goods or services by the
proprietor or a predecessor in title of his, or

(b) the registration of the first-mentioned trade mark in respect of those goods or services
in the name of the proprietor or a predecessor in title of his; and an earlier right shall be regarded
as applying in a locality if, or to the extent that, its use in that locality is protected by virtue of any
rule of law (in particular, the law of passing off).
12. - (1) A registered trade mark is not infringed by the use of the trade mark in relation to goods
which have been put on the market in the European Economic Area under that trade mark by the
proprietor or with his consent.
(2) Subsection (1) does not apply where there exist legitimate reasons for the proprietor to oppose
further dealings in the goods (in particular, where the condition of the goods has been changed or
impaired after they have been put on the market).
Offences
92. - (1) A person commits an offence who with a view to gain for himself or another, or with
intent to cause loss to another, and without the consent of the proprietor-

(a) applies to goods or their packaging a sign identical to, or likely to be mistaken for, a
registered trade mark, or

(b) sells or lets for hire, offers or exposes for sale or hire or distributes goods which bear,
or the packaging of which bears, such a sign, or

(¢) has in his possession, custody or control in the course of a business any such goods
with a view to the doing of anything, by himself or another, which would be an offence under
paragraph (b).
(2) A person commits an offence who with a view to gain for himself or another, or with intent to
cause loss to another, and without the consent of the proprietor-

(a) applies a sign identical to, or likely to be mistaken for, a registered trade mark to

material intended to be used-
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(1) for labelling or packaging goods,
(ii) as a business paper in relation to goods, or
(iii) for advertising goods, or
(b) uses in the course of a business material bearing such a sign for labelling or
packaging goods, as a business paper in relation to goods, or for advertising goods, or
(¢) has in his possession, custody or control in the course of a business any such material
with a view to the doing to anything, by himself or another, which would be an offence under
paragraph (b).
(3) A person commits an offence who with a view to gain for himself or another, or with intent to
cause loss to another, and without the consent of the proprietor-
(a) makes an article specifically designed or adapted for making copies of a sign identical
to, or likely to be mistaken for, a registered trade mark, or
(b) has such an article in his possession, custody or control in the course of a business,
knowing or having reason to believe that is has been, or is to be, used to produce goods, or
material for labelling or packaging goods, as a business paper in relation to goods, or for
advertising goods.
(4) A person does not commit an offence under this section unless-
(a) the goods are goods in respect of which the trade mark is registered, or
(b) the trade mark has a reputation in the United Kingdom and the use of the sign takes or
would take unfair advantage of, or is or would be detrimental to, the distinctive character or the
repute of the trade mark.
(5) It is a defence for a person charged with an offence under this section to show that he believed
on reasonable grounds that the use of the sign in the manner in which it was used, or was to be
used, was not an infringement of the registered trade mark.
(6) A person guilty of an offence under this section is liable-
(a) on summary conviction to imprisonment for a term not exceeding six months or a fine
not exceeding the statutory maximum, or both;
(b) on conviction on indictment to a fine or imprisonment for a term not exceeding ten

years, or both.
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