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ABSTRACT

The purpose of this thesis is to study the problems relating to the use of other
person’s registered trademark or service mark as domain name. This problem arises by the bad
faith intend to profit act of registering domain name by a person or a group of persons using other
person’s registered trademark or service mark. Such act causes problem to the owner of such
registered trademark or service mark as the registration of domain name is based on the “first-
comes first served” principle. The owner of the trademark or service mark therefore is compelled
to bring trademark infringement action against the wrong does.

From the study, it is found that in the USA, the Lanham Act of 1946 was amended to
deal with this problem in section 43 (d), the prevention of cybersquatting act which is enough
effective in dealing with such problem. Section 43 (d) provide that owner of domain name shall
be liable if he, with bad faith intend to profit from other person’s mark or name which is protected
as mark, registers, traffics in or uses a domain name which is the as or similar to distinctive mark
or well-known mark at the time of registration such domain name or causing impairment to such
well-known mark regardless of the goods or service of such other person. It has also been found
that the owner of the trademark or service mark may utilize the dispute settlement measures to
solve the problem, that is, using the UDRP’s dispute settlement procedure of ICANN which is
simple quick and effective and the parties can also bring action in count.

It also found that the present Thai laws one not effective to deal with the problem of
trademark infringement on the internet in the form registration of other person’s trademark or

service mark as domain name. It is therefore necessary is amend the Trademarks Act B.E. 2534



(1991) to deal with the problem and provide the channel for dispute settlement between the owner
of trademark and the owner of domain name. However, the owner of the trademark should be
made aware of the registration of his own trademark as a domain name so that he can protect his
interest effectively and the Thai government agencies concerned should follow up and monitor

the development of the solution of this problem on international forum.
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" The Lanham Act of 1946, section 32.

" The Lanham Act of 1946, section 43 (a).

" The Lanham Act of 1946, section 2 Trademarks registrable on the principal register; concurrent
registration

No trademark by which the goods of the applicant may be distinguished from the goods of others shall
be refused registration on the principal register on account of its nature unless it—...

' The Lanham Act of 1946, section 45 In the construction of this chapter, unless the contrary is
plainly apparent from the context—

Trademark. The term “trademark” includes any word, name, symbol, or device, or any combination
thereof—

(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and applies to register on the
principal register established by this chapter,

to identify and distinguish his or her goods, including a unique product, from those manufactured or
sold by others and to indicate the source of the goods, even if that source is unknown.

Service mark. The term “service mark” means any word, name, symbol, or device, or any

combination thereof—



[ [

o I d’ 9 = zﬂl [ 4 a 4 A 1
A1 A3 09UNIBNITAT” HNEDN A1 Fo doanval 3UlszAbg Wiedaau
& A A =
wiliaulavesdeafina 1
(1) 19 Taeyana 3o
2 Asxayanalnaullasgasaneglylunianisn uazez ldouaa
[ Y
nifiownToInEMIANMANA N Ao d Uil

A ] ' v a v = R a o
LW@i"]ﬁzuLlangﬂﬂllﬂgﬂ31%Ll¢]ﬂ¢]1ﬂﬂl@ﬁlﬂTﬂlﬂﬁﬁuﬂ"l'ﬂuﬂ FIAINDNHAANUN

a Y 1 0o A o J 1 3 AYvo &
qAUA L!JJT]LLW@Qﬂ’llu@ﬂﬁﬂaTﬁ]ghlill,ﬂu‘]/lgﬁ]ﬂﬂﬁ'lﬂ

o 1 A a = o A [ 4 a d A [
11737 “INTOIUNIYUINIT” HUIYDY AN O dUaNY AU gﬂﬂigﬂ‘]ﬂf@ NIoaIU

L A 4 &
nusa U lavesdanna s

(1) 1¥lagynaa v3o

=

) mgsyanaiinaulaogasanaglelunieinisa nazazldduaa
1 Y
nzibeuns oo ImuanAINNguINod ULl
d’ 9 ] a é =
o 132 YAz enezANEANAI9UYOIUITNITVBIYAAANIL 59D
a d‘d [ a d' 1 d’ld 1 o a a Y
VININUANHULIDWIZ VINVINIVOIYANADY HASUIFDIMN IR UTAYIVINT 13191
1 0o A W [ 1 & AYo <
unasriutiaaenanag hidlunisnnam
1 Y L%

7 & a1 Y = a A
U1n3I1 32 Lﬂuu%ﬂﬂ]uﬂlu@]m’Nﬂ’Jﬂﬂwilﬂﬂgﬂnﬂ']']lllﬁﬂwr]ﬂl!ﬁgﬂ']iﬁglllﬂ

A Y v Y1
AIDINVIYNITAN ’JN‘Viﬁﬂ]l’J’n

(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and applies to register on the
principal register established by this chapter,

to identify and distinguish the services of one person, including a unique service, from the services of
others and to indicate the source of the services, even if that source is unknown. Titles, character names, and
other distinctive features of radio or television programs may be registered as service marks notwithstanding
that they, or the programs, may advertise the goods of the sponsor.

" The Lanham Act of 1946, section 32 Remedies; infringement; innocent infringers

(1) Any person who shall, without the consent of the registrant—

(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered

mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in

connection with which such use is likely to cause confusion, or to cause mistake, or to deceive; or
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(b) reproduce, counterfeit, copy or colorably imitate a registered mark and apply such
reproduction, counterfeit, copy or colorable imitation to labels, signs, prints, packages, wrappers, receptacles or
advertisements intended to be used in commerce upon or in connection with the sale, offering for sale,
distribution, or advertising of goods or services on or in connection with which such use is likely to cause
confusion, or to cause mistake, or to deceive,

shall be liable in a civil action by the registrant for the remedies hereinafter provided...

" The Lanham Act of 1946, section 45 In the construction of this chapter, unless the contrary is
plainly apparent from the context—

Commerce. The word “commerce” means all commerce which may lawfully be regulated by
Congress.

" us. Constitution, Art. I, section 8, cl.3.
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* Ibid.
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(i) has a bad faith intent to profit from that mark, including a personal name which is protected as a
mark under this section; and

(ii) registers, traffics in, or uses a domain name that --

" The Lanham Act of 1946, section 43 (d) (1) (A) (ii) (I) in the case of a mark that is distinctive at
the time of registration of the domain name, is identical or confusingly similar to that mark.

** The Lanham Act of 1946, section 43 (d) (1) (A) (ii) (IT) in the case of a famous mark that is famous
at the time of registration of the domain name, is identical or confusingly similar to or dilutive of that mark; or

* The Lanham Act of 1946, section 43 (d) (1) (A) (ii) (I11) is a trademark, word, or name protected
by reason of section 706 of title 18,United States Code, or section 220506 of title 36, United States Code.

** The Lanham Act of 1946, section 43 (d) (1) (A) “...without regard to the goods or services of the
parties...”

* Matthew Edward Searing. (2000). “WHAT’S IN A DOMAIN NAME?: A CRITICAL
ANALYSIS OF THE NATIONAL AND INTERNATIONAL IMPACT ON DOMAIN NAME

CYBERSQUATTING.” Washburn Law Journal, 40. pp. 119-121.



62

Y
A v A

~ A YA . . . 86
“QaNeuN V18 W30 1530 I (registers, traffics in, or uses a domain name)  UDNINNUYIN

v 1" 9 9 ' 9 = = a . 2’, =\
HannN13INAIYUDAD Y (defences) 5AUDINITLHYIYIANNITYH1Y (remedies) Iﬂﬂﬂﬂﬁuﬂu

Y

aszdinyaail

1 a o

1) wan ligesauaiviiwan'ls (bad faith intent to profit)

q

S

o o 4 1 {
uniejana 43 (d) (1) 1) lanvuaesnlsznouaeg Nenasie

9

1 a

4 ¥ o A o a A o . . ya X = aa o
Farimiin iveaaduiiiel “oann 1ugasa” (bad faith intent) Tatnadulund Taslunisitane

[
S o wva

1 = 1 a 9 dy A ] %{; a
Nyanalafnaurlugesamuniyga ldluuiasiivie ludu aae1anaiserain
4 v 1 4 1
pan1lsznoudne il 15
4 a A Y] A 4

(1) |wTenmIeMIn niedns lunswiaunedyardu vesyana
Y )
i luae Tawu (§a)*

4 v 4 Y a4 . A

() FolawuilsznoudieFeonungnuevoIyAnalil 1300081901
= Aa 9 o a” 89
Fanavz l9szyaveananatiug

3) M3 l¥re lamunududviouinalasgasauineundl ()"

a g’/ 4 4 o 'Q 1
(4) anugasaveayanatulumslfnsesnuoiiodss Teaing 1y
. Ly .
N19A13A1 1303 19 1A8w0UTITN (fair use) 1D ldaaamunsainga lanieldae Tawu
V!
4 [ 1

91n09A1/52n0V4D (1) 4 (4) AM1ATBUNTTIBNT VN3 19 Iaewse L

5330 (fair use) TUNYMUIBIATOIHNIINITAT HUTBAINT YANATNAITNIZAIITDIZYFD

Yy 1 a A < I 92 2 ad A
GIJ@QG]HL@QUI.GI llll’nfﬂzﬂluﬁﬁﬂﬁ]ﬁﬁ@uumﬂ”l%ﬁﬂﬁ'u] HINVINU UAAADTINFONINNHHUUIYNID

* Jan Baier. Op.cit. p.28.

¥ The Lanham Act of 1 946, section 43 (d) (1) (B) (i) In determining whether a person has a bad faith
intent described under subparagraph (A), a court may consider factors such as, but not limited to -

* The Lanham Act of 1946, section 43 (d) (1) (B) (i) (I) the trademark or other intellectual property
rights of the person, if any, in the domain name.

* The Lanham Act of 1 946, section 43 (d) (1) (B) (i) (IT) the extent to which the domain name
consists of the legal name of the person or a name that is otherwise commonly used to identify that person.

* The Lanham Act of 1946, section 43 (d) (1) (B) (i) (IIT) the person’s prior use, if any, of the domain
name in connection with the bona fide offering of any goods or services.

*" The Lanham Act of 1946, section 43 (d) (1) (B) (i) (IV) the person’s bona fide noncommercial or
fair use of the mark in a site accessible under the domain name

” Matthew Edward Searing. Loc.cit.
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” Ibid.

** The Lanham Act of 1946, section 43 (d) (1) (B) (i) (V) the person’s intent to divert consumers from
the mark owner’s online location to a site accessible under the domain name that could harm the goodwill
represented by the mark, either for commercial gain or with the intent to tarnish or disparage the mark, by
creating a likelihood of confusion as to the source, sponsorship, affiliation, or endorsement of the site.

* The Lanham Act of 1 946, section 43 (d) (1) (B) (i) (VI) the person’s offer to transfer, sell, or
otherwise assign the domain name to the mark owner or any third party for financial gain without having used,
or having an intent to use, the domain name in the bona fide offering of any goods or services, or the person’s
prior conduct indicating a pattern of such conduct.

* The Lanham Act of 1946, section 43 (d) (1) (B) (i) (VII) the person’s provision of material and
misleading false contact information when applying for the registration of the domain name, the person’s
intentional failure to maintain accurate contact information, or the person’s prior conduct indicating a pattern of

such conduct.
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" The Lanham Act of 1946, section 43 (d) (1) (B) (i) (VIII) the person’s registration or acquisition of
multiple domain names whish the person know are identical or confusingly similar to marks of others that are
distinctive at the time of registration of such domain, or dilutive of famous marks of others that are famous at
the time of registration of such domain names, without regard to the goods or services of the parties; and
* The Lanham Act of 1 946, section 43 (d) (1) (B) (i) (IX) the extent to which the mark incorporated in
the person’s domain name registration is or is not distinctive and famous within the meaning of subsection (c)
(1) of section 43.

” Beverl W. Pattishall, David C. Hilliard and Joseph Nye Welch, II. Op.cit. p.412.

" The Lanham Act of 1946, section 43 (d) (1) (E) As used in this paragraph, the term “traffics in”

refers to transactions that include, but are not limited to, sales, purchases, loans, pledges, licenses, exchanges of

currency, and any other transfer for consideration or receipt in exchange for consideration.
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** JCANN UDRP, paragraph 4 (a) Applicable Disputes. You are required to submit to a mandatory
administrative proceeding in the event that a third party (a "complainant") asserts to the applicable Provider, in
compliance with the Rules of Procedure, that-

(i) your domain name is identical or confusingly similar to a trademark or service mark in which the
complainant has rights; and

(ii) you have no rights or legitimate interests in respect of the domain name; and

(iii) your domain name has been registered and is being used in bad faith.

In the administrative proceeding, the complainant must prove that each of these three elements are
present.

' ICANN UDRP, paragraph 4 (b) Evidence of Registration and Use in Bad Faith. For the purposes
of Paragraph 4(a)(iii), the following circumstances, in particular but without limitation, if found by the Panel to
be present, shall be evidence of the registration and use of a domain name in bad faith:

(i) circumstances indicating that you have registered or you have acquired the domain name primarily
for the purpose of selling, renting, or otherwise transferring the domain name registration to the complainant
who is the owner of the trademark or service mark or to a competitor of that complainant, for valuable
consideration in excess of your documented out-of-pocket costs directly related to the domain name; or

(ii) you have registered the domain name in order to prevent the owner of the trademark or service
mark from reflecting the mark in a corresponding domain name, provided that you have engaged in a pattern of
such conduct; or

(iii) you have registered the domain name primarily for the purpose of disrupting the business of a

competitor; or
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(iv) by using the domain name, you have intentionally attempted to attract, for commercial gain,
Internet users to your web site or other on-line location, by creating a likelihood of confusion with the
complainant's mark as to the source, sponsorship, affiliation, or endorsement of your web site or location or of a
product or service on your web site or location.
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10 Agreement on Trade-Related Aspects of Intellectual Property Rights; Preamble
Desiring to reduce distortions and impediments to international trade, and taking into account the need to
promote effective and adequate protection of intellectual property rights, and to ensure that measures and

procedures to enforce intellectual property rights do not themselves become barriers to legitimate trade;...
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7 Agreement on Trade-Related Aspects of Intellectual Property Rights; PART I: GENERAL
PROVISIONS AND BASIC PRINCIPLES

Article 1: Nature and Scope of Obligations

1. ...

2. For the purposes of this Agreement, the term "intellectual property" refers to all categories of
intellectual property that are the subject of Sections 1 through 7 of Part II.

. Agreement on Trade-Related Aspects of Intellectual Property Rights; PART II: STANDARDS
CONCERNING THE AVAILABILITY, SCOPE AND USE OF INTELLECTUAL PROPERTY RIGHTS.

" (The Convention Establishing the World Intellectual Property Organization , Article 2 (viii)
"intellectual property" shall include the rights relating to:

- literary, artistic and scientific works,

- performances of performing artists, phonograms, and broadcasts,

- inventions in all fields of human endeavor,

- scientific discoveries,

- industrial designs,
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- trademarks, service marks, and commercial names and designations,

- protection against unfair competition,

and all other rights resulting from intellectual activity in the industrial, scientific, literary or artistic
fields.

* psumiwdaumatyan. @.alal). i lvdvansuaansiufey Understanding Copyright and
Related Rights. audiuile 1 i 2554,
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