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ABSTRACT

The Patent Act B.E. 2522 as amended (No.3) B.E. 2542; Section 9 (4) provides that
the inventions relating to method of diagnosis, treatment or cure of human disease are not
protected under this Act. However, due to ambiguity in the interpretation of such provision
including its scope and definition of method of diagnosis, treatment or cure of human disease, it
has led to controversy between the applicant and the examiner. In addition, the claims have been
drafted in a pattern and with an aim similar to method of diagnosis, treatment or cure of human
disease which is not patentable, that is, the claims are drafted based on the use of term
“application of substance” or “application of drug” for treatment of disease. This pattern of claim
effectively has the same intention to the claim for method of diagnosis, treatment or cure of
human disease.

From the comparative study between patent law of Thailand and other jurisdictions
e.g. UK, New Zealand or Japan (in which method of diagnosis, treatment or cure of disease is not
protected under their patent law), it appears that patent law of those countries have put in place
relatively clear guideline for the interpretation of definition and scope of method of diagnosis,
treatment or cure of disease save for precedence developed by the court in practical aspect.

The author is of the view that it is appropriate to propose the approach for interpreting
the provisions in concern to make it clear for application with respect to the scope and pattern of
claim for method of diagnosis, treatment or cure of human disease as well as meaning of method

of diagnosis, treatment or cure of human disease based on the guidelines for interpretation



development by patent office and courts in other jurisdictions to establish common understanding

among related parties.
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" Patent Act (UK) 1977, Article 1 (1) “A patent may be granted only for an invention in respect of
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(c) It is capable of industrial application;
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this Act to a patentable shall be construed according.”
 EPC 2000, Article 52 (1) “European patents shall be granted for any inventions which are

susceptible of industrial application, which are new and which involve an inventive step.”
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"% Patent Act (UK) 1977, Article 4A (1) A patent shall not be granted for the invention of-
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treating or preventing (medical condition Y).
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'™ The use of (Substance X) in the manufacture of (anti-Y agent) in package together with instruction

for its use in the treatment of (medical condition Y).
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** Intellectual Property Office of New Zealand. (2004). Medical treatment of humans: Guideline for
the examination of Swiss-type claim. Retrieved September 18,2009, from
http://www.iponz.govt.nz/cms/patent.

*' EPC 2000: Article 54 (4) Paragraphs 2 and 3 shall not exclude the patentability of any substance
or composition, comprised in the state of the art, for use in a method referred to in Article 53 (c), provided that
its use for any such method is not comprised in the state of the art.

*? Patent Act (UK) 1977, Article 4A (3) In the case of an invention consisting of a substance or
composition for use in any such method, the fact that the substance or composition forms part of the state of the
art shall not prevent the invention from being taken to be new if the use of the substance or composition in any

such method does not form part of the state of the art.
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* EPC 2000, Article 54 (5) Paragraphs 2 and 3 shall also not exclude the patentability of any
substance or composition referred to in paragraph 4 for any specific use in a method referred to in Article 53 (c),
provided that such use is not comprised in the state of the art.

* Patent Act (UK) 1977, Article 4A (4) In the case of an invention consisting of a substance or
composition for a specific use in any such method, the fact that the substance or composition forms part of the
state of the art shall not prevent the invention from being taken to be new if that specific use does not form part

of the state of the art.”.
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** EpC 2000, Article 54 (4) Paragraphs 2 and 3 shall not exclude the patentability of any substance
or composition, comprised in the state of the art, for use in a method referred to in Article 53 (c), provided that
its use for any such method is not comprised in the state of the art.

(5) Paragraphs 2 and 3 shall also not exclude the patentability of any substance or composition
referred to in paragraph 4 for any specific use in a method referred to in Article 53 (c), provided that such use is
not comprised in the state of the art.

" Patent Act (UK) 1977, Article 4A (2) Subsection (1) above does not apply to an invention
consisting of a substance or composition for use in any such method.

(3) In the case of an invention consisting of a substance or composition for use in any such method,
the fact that the substance or composition forms part of the state of the art shall not prevent the invention from
being taken to be new if the use of the substance or composition in any such method does not form part of the
state of the art.

(4) In the case of an invention consisting of a substance or composition for a specific use in any
such method, the fact that the substance or composition forms part of the state of the art shall not prevent the
invention from being taken to be new if that specific use does not form part of the state of the art.”

7A@ EISAI/Second medical use, 1985.
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* TRIPS, Article 27.3 Member may also exclude from patentability

Diagnosis, therapeutic and surgical methods for treatment of human or animals...
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¢ EPC 2000, Article 53 (c) European patents shall not be granted in respect of
(c) methods for treatment of the human or animal body by surgery or therapy and diagnostic
methods practised on the human or animal body; this provision shall not apply to products, in particular
substances or compositions, for use in any of these methods.

*TEPC 2000, Article 54 (4) Paragraphs 2 and 3 shall not exclude the patentability of any substance or
composition, comprised in the state of the art, for use in a method referred to in Article 53 (c), provided that its
use for any such method is not comprised in the state of the art.

* EPC 2000, Article 54 (5) Paragraphs 2 and 3 shall also not exclude the patentability of any
substance or composition referred to in paragraph 4 for any specific use in a method referred to in Article 53 (c),

provided that such use is not comprised in the state of the art.
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* Patent Act (UK) 1977, Article 4A (3) “In the case of an invention consisting of a substance or
composition for use in any such methods, the fact that the substance or composition form part of the state of the
art shall not prevent the invention from being taken to be new if the use of the substance or composition in any
such methods does not form part of the state of art”.

* Patent Act (UK) 1977, Article 4A (4) “In the case of an invention consisting of a substance or
composition for specific use in any such methods, the fact that the substance or composition forms parts of the
state of art shall not prevent the invention from being taken to be new if that specific use does not form part of

the state of the art”.
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